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Abstract

During the past decade, Jasmine rice has been a targepwing and modifications iwester
countries, especially the United States, in order to develop aromatic rice varieties tbatmzat
with Jasmine rice in the US and ultimately in the world market. In case of Jasegittere
trade mark ofRiceTec, Inc.), which igenetically quite unrelated to Thai Jasmiiee, theword
“Jasmati” can easily confuse consumers into believing that such ricpregany ofthe world
famous Jasmineice, grown inThailand. To resolve this act of unfair trade practi€bhailan
should use legal, business, and diplomatic means to convince tlgouwgBnment intotakin
appropriate actions in order to protect the principle of fair competition and to protgct US
consumers rights against acts dissing-off. Nevertheless, this Jasmaticidence shouldhel
Thai exporters of rice and other goods and services realize the importance of intefecpeat
protection, especially as applied to international trade samdcesjncluding trademarksservic
marks, certification marks, famous or well-known marks, and geographical indications.
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2 Current Issues in Intellectual Property

1. The Crisis
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Figure 1-1: Rice is Thailand’s Number One Agricultural Export

In 1998, the top teproducts exportedrom Thailand are computersand peripherals,
ready-made clothing, integratettcuits, rice,cannedseafoodyehicles & partsyubber,
televisionreceivers, frozeshrimps,andjewelry. Note: This Figuredoesnot include
the servicesector, of which tourism has alwapeenthe most importantSource:

statistics collectedand disseminated by Thailand'Ministry of Commerce. (MOC,
1998)

Since ancientime, Thailandhasbeen a major agriculturgroducer,with
rice asher most important exportgaroduct. Recentlyalthough industrialgoods and
tourism have replacedce as thebreadwinner (no pun intendedjge is still Thailand’s
number one agriculturaxport. (Pleassee Figurel-1.) The most famous type ofhai
rice is called “Khao Hom Mali,” which has been translated into “JasRice’ in English.
In 1998, howeverthe Thainews mediareportedthat a US companyad registered
Jasmine rice under the US intellectual property protection system.
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The Jasmain Rice Crisis: A Thai Perspective. 3

Excerpt from translation of IRRI's Press Release

... One of thepoints that His Majesty King Bhumibol brought €gr discussion was thease of a U{

registration of Jasmine rice by a private company. The name “Jasmatithisl@ad consumerthat such]

rice is Jasmine rice, grown in Thailand, or Basmati rice, grown in other Asian countries.
representatives assured the King that IRRI did not approve of such acts. ...

... IRRI reported to His Majesty that the Institute supportearchactivities in over 90 countrieground
the world, including Thailand, inorder to exchange ricevarieties for free breedingand genetig
experimentation that would lead to mutual benefits among its Memberstddnto maintain thefree rice
variety exchangepolicy and toprevent unscrupulous exploitation of IRRI's wolRRI has applied for
protection of its logo as a mark that signifies rice varieties developed by IRRI. ...

Excerpt from translated interview with IRRI President during
the Press Conference on June 24, 1998.

... Recently, wehad an audienceith the King. His Majestyasked usabout the news that a private

company was applying for patent protection on Jasmati. The name may mislead people into belig
the rice is Jasmine rice. We gave His Majesty a promise that IRRI would closely monitor the prog
dealwith this matter. Weonfirmedwith His Majesty that IRRIwould protest such acand will not
condone commercial use of IRRI logo. In addition, the InternatiOpaimittee on AgriculturaResearch

D

IRRI

S
ving that
Fess and

which oversees plant researches, is looking into ways to deal with problems about patents of planjs. ....

Excerpt from translated interview with IRRI Vice President
during the same event as above.

... Wewould advise Thailand tonake known th@radename for Jasmineice asrelated to geographic
origin, like Scotch Whisky or wines ...

=

Excerpt 1-1: Excerpts of IRRI Pre$geleaseand Interviews with IRR

Executives about the Audience with the King of Thailand.

Translated from Thai text. Source: news of the day. (Matichon, 1998b)

In early 1998, the first group to voice concerns for Jasmeavas a non-

government agencfNGO) calledBioThai, which heard abothe alleged piracyrom an

internationalnetwork ofNGOs. Meanwhile, thenewsmediareportedthat the registered

Jasmine rice variety that the US company was seékielipctualproperty protectiorcame

from IRRI, whichhad been collecting varieties afomatic ricefrom Thailand over half a

century. Some IRRI executives were reportedly acting as advisors to this US comp

Central Intellectual Property and International Trade Court, Bangkok, Thailand.
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4 Current Issues in Intellectual Property

Farmers Mob Invaded US Embassy, Demanding Cancellation off
Patent on Thai Jasmine Rice

July 22, 1998, 2:30 PM: A group of about 500 Jasmine rice farieeisy Wirapol Sopa,Advisor to th
Council of the Poor, Chalong Noisang, Cdmader ofMoon River Coalition,and representatives ¢f
BioThai, moved from Government House to the US Embassy on Wireless Road. Examplelsaohén

read “Stop Biopiracy. Jasmine rice is ours. Don't take it away, Americans.” and “Thai brothers must unite
to protect Jasmine rice.” The group magpeechesgainst the US in front of the Embasayd closed o
one lane of traffic. Over 50 policemenverethere to preserve peacelhe groupmadethe following 3
demands to the US

1. The US Government must revoke Jasmati patent andrefusé togrant any patents on Jasmirne
or other indigenous rice varieties from Thailand.

2. The US Governmemhust urgentlycancelthe trademarks onJasmine, Jasmati, or other marks fhat
may confuse the public in believing that such rice is Jasmine rice.

3. The US Governmemhust stopdirect andindirect pressures téorce developing countries tgrovide
patent protection of life forms.

In the names of Thdarmersandthe Thai people, the groupwed tofight to theend,againstbiopiracy
and piracy of Thai indigenous knowledge, and will use any means to assure compliance of the aboyJe terms.

Mr. RobertFitts, Commerce Counselor at the US Embagssymeout to receivethe demandsfrom the
protesters, saying that the group should not worrytasland couldstill export Jasmingice abroad. Thg
group then moved back to the Government House at about 3:30 PM.

Excerpt 1-2: News Excerpt about Thai Farmers Demanding the US
Government to Rectify the Trouble Facing Jasmine Rice

Translated from Thai text. Source: news of the day (Matichon, 1998a)

The newsreported in thenedia readily caught the attentionssafme Thai
politicians® Nevertheless, owing tihe urgency of publi@pinion, littte homework was
done toevaluate the situatioand assessavailable policyoptions. Atleast onecabinet
minister believed thafasminerice was patented in the UniteStates. Such confusion
only served to escalate the anxiety of the Thai people.

® It should benoted that, despitethe action taken by the King (expressihgg concerns tolRRI
Executives), there has been no report that Prime Minister Chegipai personallyried to resolve the
matter in any way. Traditionally, the Kingould not need to dealvith matters like this. Higesture
indicated to the Thais that their Governméailed to act appropriately to protect thdarmers’interests
and their national heritage.

4 In fact, therice that was involvedwith a US patent was Basmati rice, normally grownlndia and
Pakistan. There is no evidence tdatethat amodified Jasminerice hasever been aubject of patent
application in any country. The beginning part of trd “Jasmine,” however, has beeapliced up
with the ending part of the word “Basmati” to form “Jasmati,” whicheigistered as a US trademark by
RiceTec Inc. of Texas.

Dr. Lerson Tanasugarn



The Jasmain Rice Crisis: A Thai Perspective. 5

Shortly afterwards, HidMajesty King Bhumibol Adulyadej granted an
audience to executives ¢iRRI, who later made gressconference thatRRI did not
approve of such acts and was in the process of registering IRRI marks against unauthorized
use. (Please see Excerpt 1-1 for further details.)

By mid August 0f1998, the Ministry of Commercéook advantage of the
situation to promote public acceptance of fantVariety ProtectionDraft Act, claiming
that if the Act was in force, Thailand could use it to resolve the Jasmine rice crisis.

During the same timperiod, angry protestesgaged a masgemonstration
(Please see Excerfit2.) and demanded the US&overnment,among otherthings, to
cancel any patent or trademark on Jasmine rice.

Meanwhile, Thai civil servants inthe Ministries of Agriculture &
Cooperatives, Commerce, Science, Technology & Environment, and Foreign Affairs were
alerted tofind additional resources (money, advice, etc.)d&al with the matter. Some
Thai officials unofficially met with US counterparts to compare notes and try to find a way
out. It was discovered around thigsie that thestatue of limitatiorfor cancellation of the
Jasmati trademark in the Thai casas about torun out on Novembe80, 1998.Thailand
was therefore put into a crisis since they had a time pressdezittewhat to do and how
best to do it.The ThaiGovernment, unfortunately, did natlequately communicate to the
public to informthem of theprogress madeahe direction Thailandvas moving,and any
precautions other export industries should take, in order to avoid falling into similar traps.

As a member of the uninformealblic, the author ofthis article tried to
obtain background information as to wtaatually happened regarding Jasmati. He was
quite frustrated because different parts of the Thai Government referred him to another part
of the same Governmeifdr answer. Fortunatelythe author finallyfound information
sources in the Ministry of Agriculture and Cooperatives and in the Minist§oaimerce.
(Please see Acknowledgment$he authorhopes thisarticle serve as a review for the
Jasmine rice crisis, as well as an orientation to a Thai who wants todamething about
intellectual property protection of plants and other exported goods in general.

With the two objectives imind, thisarticle isorganized into threparts as
follow:

* A review of basic background information regarding th&se, with emphasis in
activities in the US. (Please see Section 2.)

* Areview of relevanintellectualproperty regimes and theapplicability to the Jasmine
rice crisis. (Please see Section 3.)

* Suggestions on how to resolttee Jasmatproblem. In addition, using thisase as a
model, whatThai companieshould do tgorotect themselves against simifarms of
piracy. (Please also see Section 4.)

Central Intellectual Property and International Trade Court, Bangkok, Thailand.



6 Current Issues in Intellectual Property

2. Background Information

To build up a foundatiorfor further analysespresented here are some
background information, such as business of JasminethieeJasmine 85ice variety,
some sample US rice breeders, and the background on RiceTec, Inc.

2.1 The Jasmine Rice Business

Year other rice  Jasmine rice  total rice value
export export export (million

(million tons) (million tons) (million tons) baht)

1992 3.68 1.10 4,78 35,700
1993 3.74 1.06 4.80 31,500
1994 3.59 1.14 4.73 38,200
1995 4.69 1.25 5.94 46,800
1996 3.80 1.45 5.25 48,800
1997 4.03 1.24 5.27 60,600

Table 2-1  Production and Export Statistics of Thai Rice

Thailand exports about 5 million metric tons of rice annually. From this figbmt
1 million metric tons is Jasmine rice. Sourpwdified from statistics published by
Thailand’s Ministry of Commerce (MOC, 1998)

Jasminerice was first developed in Thailand betweet®49 and 1950
(Chitrakon, 19985) by breeding and selection of indigenarsmatic rice varieties and
released to farmers in Thailamdound 1959. (Chitrakon, 1998a)Jhe best variety of
Jasminerice was named“Khao Kao Dok Mali 105.™ (MOAC, 1995) Sincethen, the
varieties of Thai aromatic rideascollectively beerknow as “Khao HonMali,”” and has
been translated into English as “Jasmine rice.”

The most famous Jasmine rice, Khao KBok Mali 105, istall, drought
resistant, and acidic and salty soil resistartte riceseedsarelong, tapered, hay-colored,
and requires relatively little effort for manual milling. If a rice milling machinesisd, the
rice grain will be transparergnd strong, with little small opague middleegion. The

> It was also recorded that Mr. Soontorn Seehanern collected indigenous rice varieties around Bang Kla, Cha
Serng Sao Province, for selection at Kok Samrong Rice Experim8taabn in LopBuri Province.
(MOAC, 1995)

® Khao = rice, Kao = white, Dok = flower, Mali = Jasmine. This variety was contributtRRbin 1961
and was assigned the variety name “IRGC Acc. No. 850.” (Chitrakon, 1998a)

" Hom = aromatic or fragrant.

Dr. Lerson Tanasugarn
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cookedrice is pleasantly aromati@and soft-textured. Neverthelesbe rice isnot very
resistant to quite a few diseases and insects. Moreover, it likes dry climate. Tiedilgest
soil would weaken its stem. (MOAC, 1997)

During thepast severallecadesThai rice breeders have developed a few
more Jasmine rice varietiesjch as Gor Kor 15, Konguang 1, and Supanburi Jasmine
rice. Each varietyhas a slightlifference in flavor and itewn set of disease and insect
resistance characteristics. (Chuvisitkul, 1997a; Chuvisitkul, 1997b)

Surplus Jasminéce produced in Thailand is exportedoundthe world.
(Please sedable 2-1 andTable 2-2 for annualfigures.) In shortthe annual export of
Jasmineice from Thailand is just over fetrictons. About 1 million metricton of this
(1/4 to 1/5 of total export) is Jasmine rice.

Recentrecords shovthatout of aboutl.2 million metric tons of Jasmine
rice exported from Thailand, about 0.2 million metric tons (or abh@t) went tathe US.
The import of Jasmine rice from Thailand into the US accounted for about 7&alaice
import from Thailand. The same amount of riogas equivalent to 5% of the totaice
consumption in the US. Over thepast decadehe import of Jasmingce from Thailand
into }Qe United Statebas doubled, fronabout0.1 to bout 0.2 million metric tons per
year.

The high level of export results fronthe quality of Jasmineice, which
experts say is determined by geographical features of Thailand, such as soil and climate. In
the UnitedStates,systematic studies have beattempted taunderstand these factors in
scientific terms. (Andrews et al., 1998)

After Jasminerice grains are produced in Thailand, thegire ultimately
packed in largdags (100 kg and 50 kg) to be shipped to fordigyers. Inthe United
States, rice importers consist of American£hinese, Viethamese,etc. They often
repackage Jasmirree in smalletbags (5 to 20 kg) to be sold Asian supermarkets for
non-immigrants and US citizens with Asidmackground. Some lots dhe imported
Jasmine rice are mixed with other typesioé, andpackaged in smallgisuch as 0.5 to 1
kg) boxes omottles under heavily-promoted brand narfeessale in supermarkets to US
consumerspften at premiunprices. The value added to tharoducts brings handsome
profits to innovativeAmerican ricecompanies. Rice importers and marketing companies
often register theiown (and alsdrhai) trademarks in the countwhere Jasmingice is
popular, blocking the chancéor Thai rice exporters tocompeteunder their own brand
names.

In recentyears,Jasminerice in retail US market is gettingrogressively
more expensive. For example, from June to Noveni8g7, the retail price oflasmine

Owing to the presence of 2-acetyl-1 pyrroline. (Chitrakon, 1998a)

Figures given byAndy Aaronson, Chairman, USDAnter-Agency Commodity Committeefor Rice
(Hagrove, 1997).

US Government Officials have always argued that Thai rice farmers and exportersngttautdry about
competition from US aromatic rice since the imported Jasmine rice from Thailand doubledtderlagt

decade. (EAP/VLC1998) It has been pointexlit, during a Roundtabl&eleconference held #he US
Information Services on October 9, 1998, by a representative of the Thai Rice Exporters Association that
in the absence of direct competition from the US aromatic rice (of inferior quaditprding tohim) the

import of Jasmine rice from Thailand should be more than double the amount during the past decade.

10

Central Intellectual Property and International Trade Court, Bangkok, Thailand.



8 Current Issues in Intellectual Property

rice (50 Ib. bags) roséom 40 cents @ound toalmost double therice, while domestic
non-aromatic riceostsabout 28 cents pground. IfJasminerice production inThailand

has a lowyield in anyseasonthe US retail price oflasminerice goes up accordingly.
(Hagrove, 1997)

During the past 4lecadesthe United Statebassystematically been trying
to competewith Jasminerice from Thailand, both for import-substitution and export-
competition. During thepast decade, plantbreeding agenetic engineering made the
attemptspossible to acertaindegree. The authorhas seerclassified experiments being
conducted at certain US universities on genetically modified rice that was believed to be of
Jasmine varieties.

In 1991, while Thailand was trying to recover from aCoup d'état,
researchers at Texd&M University scientifically compared the preferencesAwherican
subjects from various ethnic backgrounds: Caucasian, Filipino, Chinese, Taiwanese, Thali,
Cambodian, and Vietnamese, owdieties of riceJasminerice from Thailand, Jasmine
85, another USromaticrice, and two UShon-aromatiaice. Datawere alsocollected to
pinpoint factors affecting the choice obnsumers. InterestinglyJasminerice from
Thailand was consistently thewvinner in all ethnic groups of subjects. (Hagrove, 1997)
The result should not surprise any rice connoisseur since Jasmine rice is so well-known for
its aroma and taste. Unfortunatebging the ChampiomadeJasminerice a prime target
for all forms of (fair and unfair) competition. For examples, researches were subsequently
conducted in several lines of approach:

1. Genetic engineering researaimed atdeveloping domesticallgrown rice that has
flavor and texture similar to those of Jasmine rice.

2. Agricultural research in mimicking treoil andclimate conditions tomatchthose of
Thailand.

3. Postharvest technological research in collection, milling, storage, and cookice) tof
approximate the qualities of Jasmine rice, imported from Thailand.

4. Research omttitude and behavior modifications of US consumerschange their
preferences to US-grown rice varieties.

During the past decade, therefore, Lik® breeders focusetheir attentions
into developing various aromatic rice varieties for US farmers. A fraction of dlctgities
were performed at federal and statgported institutions ansponsored by granfsom
state and federal government®ne practicabpproach to generateew varieties is to start
out with an existing variety with desirable product characteristics, i.e. Ro&dVali 105.
This isexactlyhow IR841(later named Jasmine 85 in the United Statesd developed
over 3 decades ago at IRRI.

Dr. Lerson Tanasugarn
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Country Year

1989 1990 1991 1992 1993 1994 1995 1996 1997 1998

China 7 12 35 83 91 239 262 447 258 203
Hong Kong 175 215 251 222 203 201 221 220 207 169
Singapore 141 143 155 157 174 170 179 196 172 143
Malaysia 69 2 16 87 62 98 115 108 150 180
Others 2 14 19 19 19 19 21 26 31 20
Asia 394 386 476 568 549 727 798 997 818 715
USA 97 123 145 144 169 172 175 189 197 197
Canada 18 24 29 29 32 36 39 41 42 45
Others 1 0 1 5 0 2 1 2 1 1
America N&S 116 147 175 178 201 210 215 232 240 243
Italy 15 17 20 16 18 18 19 15 10 6
France 0 2 6 8 7 3 2 5 9 12
Norway 2 2 3 2 3 4 4 7 7 8
Netherlands 1 2 4 4 3 4 4 4 6 6
Switzerland 2 3 3 3 4 4 4 5 5 5
Sweden 4 6 8 11 13 & 2 4 5 8
Germany 0 0 1 1 1 2 2 2 5 4
Others 9 7 11 15 9 12 14 14 14 13
Europe 33 39 56 60 58 73 51 56 61 62
Saudi Arabia 24 21 32 41 32 46 26 34 31 25
Israel 11 15 15 12 17 17 19 27 25 21
Dubai 5 6 11 99 116 23 75 20 8 5
Others 73 34 7 68 39 2 6 3 2 1
Middle East 113 76 65 220 204 88 126 84 66 52
Ghana 0 0 2 5 6 4 3 12 8 6
Benin 0 1 2 5 4 1 7 5 8 0
Gabon 0 0 0 0 1 1 2 4 4 4
Others 16 29 21 41 17 19 22 33 14 16
Africa 16 30 25 51 28 25 34 54 34 26
Australia 13 20 24 22 20 18 20 23 22 22
Others 3 4 2 2 2 2 3 3 3 3
World Total 688 702 823 1,101 1,062 1,143 17247 1,449 1244 1,123
Table 2-2:  Thailand’s Market for Jasmine Rice

Export statistics for 100% Jasmimige from Thailand (x 1000 metric tons). The
figures for 1998are estimated valuebased onthe performance duringhe first 5

months of theyear. Source: official statistics dfhailand Ministry of Commerce
(MOC, 1998)

Central Intellectual Property and International Trade Court, Bangkok, Thailand.
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2.2 Jasmine 85

IR841-85-1-1-3" is a directprogeny of Khao KadDok Mali 105 (the
original Jasminerice variety contributed tdRRI by Thailand) andIR262-43-8-11.
(Chitrakon, 1998a) It wadeveloped inl966 by Dr.Ben Jackson, aice breeder aRRI
who stationed in Thailand betweet®66 and1983. IR841carries the aromatitrait of
Jasmine rice and/as so popular at IRRieadquarters in the Philippindsatsome people
wanted toname it “Imelda” after thdirst Lady Imelda Marcos before releasing it to the
Filipinos. IRRI executives, however, did not rename it becausektimy the variety was
not resistant tdocal insects; it wouldoecome a politicatlisaster to releasthe rice to the
public under such name. (Hagrove, 1997)

In 1989, USDA,with collaboration fromIRRI, University of Arkansas,
Louisiana StatdJUniversity, andTexas A&M University, releasedlR841 to American
farmers undethe name'Jasmine85.” This varietygrows rapidly, givesigh yield, and
carries good resistance to pests in southern United States. It also suppeegs®esth of
weeds inthe surrounding area.All these desirable features allow US farmergriow
Jasmine 85 a¥Organic Rice” (ricegrown withoutadded chemicals dnsecticides), for
which health-conscious US consumare willing to pay a premiunprice. (Hagrove,
1997) The weak point of Jasmine 85 is the many broken grains &b@ndnilling, which
tend to drive the price down. Consequently, many techniques have been developed during
the last decade to increase milliefficiency, such as sprayingce with water during
milling. The productvould containless broken grains and lo@tmost as white as the
original Jasmine rice. (Evans, 1990)

Over thepast severayears, Jasmine 85 habecome widelygrown in
southern United States including Texas and LouisigAaonymous, 1997a) It has
become the primary rice variety for new rice companies such as Doguet-Dishman.

2.3 Roles of Doguet-Dishman Rice Company

Doguet-Dishman Rice Company is an example of a new-generatiorcdJS
firm, which started out with domestidce varietiesbut later turned to aromatic rice,
especially Jasmine 85. This trend, along wli# popularity of Thacuisine, slowly helps
educate the American public of the Jasmine rice flavor. The visible marketing opportunities
also helps fuel the research and development in aromatic rice.

The Doguet-Dishman Ric€o. was founded by two youngmericans
namedMike DoguetandBill Dishman. BothDoguet and Dishmanamefrom farmer’s
families. In 1979Doguet anchis father bought aice mill and started to markeice in
1984. (Evans, 1990)

In 1986, Both Doguet and Dishman noticatat mostrice in rice grocery
shopsall over Houston,were Jasmineice importedirom Thailand. It occurred tthem
that they should produagomatic rice to competeith Jasmine rice. Jasmirgs, released

' |R841-85-1-1-3 has been widely grown in different countries. In Chinagdtled“Zhong Yin 85.” In
Indonesia, it is called “Bengawan Solo.” In Brunai, it is called “BR1.” (Chitrakon, 1998a)

Dr. Lerson Tanasugarn
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round that time, allowed them to form the Doguet & DishiRae Co. in 1989. Contract
farming allows flexibility in production from year to year. (Evans, 1990)

Doguet & Dishman Ric&o. wascommitted to competéeads on with
Jasmine rice from Thailand. They made a fieprovements in the production of Jasmine
85 andclaimed that theidasmine 85 wamiore aromatic thadasminerice importedfrom
Thailand. Theice issaid toretain more fragrant flavor sinditle transittime isrequired
for Jasmine 85 in comparison with 2 to 6 months of shipgdaigy for genuine Jasmine
rice. (Evans, 1990)

There exist other US companies with similar strategigb@se ofDoguet
and Dishman. Nevertheless, rice companies that can potentially cause more darhage to
rice industryare theones with bothechnicalbackground andoundintellectualproperty-
based business strategies. RiceTec, Inc. is the best-known firm of this type.

2.4 Roles of RiceTec, Inc.

RiceTec, Inc. is a@ice breedingand marketing company in AlviTexas'?
“Farms of Texaswasthe formernamefor RiceTecprior to 1989. At presentRiceTec
employs aboutlO0 personsand has anannual turnover of about 1filion US$.
(Rajghatta, 1998) This US RiceTec belongs to the Ric&€reap of Companieghat have
several subsidiaries around the world such as RiceSelect Ltd. in England. (RAFI, 1998)

Investigative work notably by the Rural AdvancemenFoundation
International (RAFI) revealed that tiflagship company oRiceTecGroup isRiceTec AG
that is based in Liechtenstein. The Chairman ofBtbard ofRiceTec AG isPrinceHans-
Adam I, (RAFI, 1998) who has been Liechtenstein head of government sioeg6t,
1984 and haveen thecountry’s head of state since ISovember, 1989. (MicroSoft,
1998) Liechtenstein established diplomatic relations with Thailand in'£997.

According toRAFI, it is also interesting to notat Prince Hans-Adam 1l
has played a leadership role in “self-determination” among technology-pations,
judging from his speech #te UnitedNations andthe research grant on “exploration of
legal options for self-determination within and without the nation sths#’he gave to the
Woodrow Wilson School of Public ankhternational Affairs at PrincetotUniversity.
(RAFI, 1998) Ifleft unchallengedRiceTecGroup will eventually become a major player
in the global aromatic riceusiness,thanks tothe shrewd, intellectual property-based,
global business strategy, which made at theexpense of poor farmers iteveloping
nations.

The key foundation of RiceTec’'s technology is &dvisor, Dr. Harry
Beachell, a world-famous rice breeder who used to work for IRRI from 19638®. In
1996, Beachellwas awardedVorld Food Prize along withDr. Gurdev Singh Khush, a
Punjabi who was also a former IRRI rice breeder. (Please see Figure 2-1.) Dr. Beachell is

2 The company is officially registered in Delaware for preferential tax treatments.
13 Personal communication with officials at the Ministry of Foreign Affairs.
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Figure 2-1: Henry Beachell in an IRRI Reunion

Two World Food Prize Winners (199)osedwith 4 former IRRI Executivesand a
sample of IR-841 (Jasmine 85) during a reunion in Gainesville, Florida. Leftmost: Dr.
Henry M. (Flank)Beachell, WorldFood Prize Winnerl996. Rightmost: DrGurdev
Singh Khush, another World Food Prize Winner, 1996. Tihadtlle menare former

IRRI Director GeneralsDr. Ralph Cummings, Dr. Robert FChandler(IRRI's first
Director General),Dr. Klaus Lampe,and Dr. Nyle C. Brady. Simulated line-art
drawing. The original picture in full color can be found at:
http://www.agcomintl.com/irri.htnfHargrove, 1997) .

credited as one of the three rice breeddrs developed théR-8 rice variety* and several
Chinese semi-dwarf varieties. Moreover, Beachell used to work with Basmati rice varieties
and used to do rice breeding work in Thailand. (RAFI, 1998)

RiceTec (Farms of Texas) has registered seviemlarietiesunderthe US
law. (Please see Secti@6) and haseen granted US patent on “Basmati Rice Line and
Grains” (Patent Numbeb,663,484;please see Sectidh5), which Indiahas asked the
USPTO to revoke. RiceTec also tried to patent the same invention in other countries.

Although RiceTedqUS) specializes in rickbreeding,the RiceTeagroup of
companies, with subsidiaries in severalntries, has usedever marketing strategies to
attractcustomers to theproducts. For exampl®iceSelect (arEnglish company in the
RiceTec empire) releasé@hef Original,” a line of riceproducts in packagehbat display
RiceTeclogo along with those of world-famous chef$o incorporate RiceTec’s rice in
their recipes. (RAFI, 1998) Supermarkate paid to display ChefSelect in a speaiaa
of the shelves of the store. One of the rice used in the recipes is Jasmati.

Again, the use ofthe name “Jasmati” can easily misleadhsumersthat
Jasminerice and Basmatrice are combined in the Jasma#iriety. Quality-conscious
customers would be willing to pay more for the product, which is associated in quality with
Jasmine ricethe best inthe world according to consumer preference td&is the one
mentioned at the end of secti@al. In the process,RiceTec’s trademarkvould be

1 RiceTec was alleged, by a non-government agency, to register a US plant variety certificate for IR-8 under
the name CB-801.
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associated with great chefs all over the world phesfame ofJasmine rice. If a consumer

did not like the quality of the rice irfChef Original products, it isconceivable that the
consumer would not buy Jasmiriee importedfrom Thailand at dater datesince the
consumer may perceive Jasmine rice to be roughly the same in quality as Jasmati. Jasmine
rice, therefore, would lose orgotential customer anthis American consumer would

never know how good “the real thing” really is. On the ottaand, if acustomer liked the

flavor of Jasmati in RiceTecsackage, he or she would be hooked oithto ChefSelect

brand. Inthis case, Jasmingce would lose onepotential customer as well and this
Americanconsumer wouldheverknow that genuinelasminerice is much more delicious

than the “imitations.” In any case, Thai rice would lose a potential customer.

RiceTechasbeen accused of trying to “biopirate” stapilee varietiesfrom
Asian countries over the past couple of decades. (Bhattacharjee,RIZPB;1998;Ray,
1998; Rediff, 1998) In case of Basmati, RiceTec bred genuine Basmati varieties with semi-
dwarf rice varietiesand selectedor desiredcharacteristics of the rice graproducts. In
1998, a USpatent on “Basmati Rice Linesnd Grains”was granted byUSPTO and
assigned to RiceTec. This patent is oftéad as another case of biopiracin addition to
the transgenic cotton patent, the transgenic soybean patent, and the tpatestic(Please
see sections 2.5 and 3.1 for more details.) In additienRural Advancemerioundation
International (RAFI) has raised the issue thatsbmi-dwarfvariety used for breeding the
RiceTec Basmatiines may have been thgroperty of IRRI and somehowhe license
agreement (or the material transfer agreement) may have been breached. (RAFI, 1998)

What we donot know for sure is whether whatappened to Basmaiice
has already happenetbr Jasmine ricej.e. whether Jasming&ce hasbeen subjected to
similar manipulations and the methods/product has been packaged in sucthat aegms
to be a patentable invention. Once the patent application is filedldtad of the invention
will be under secrecy until the patent is published (or granted in US case).

Not only hasRiceTec taken advantage déveloping countries through
clever exploitation of the patemstystem,the allegationgoes on, italso exploited the
trademark system to its advantage. For example, RiteiTec tried taegister Basmati as
a US trademark three times withogticcess,the companysuccessfully registered
“TEXMATI” as a federaltrademark. Whatever the true variety really, TEXMATI may
suggest that the rice is Basmati rice grown in Texas.

Moreover, RiceTec has tried to register Jasmati and Jasmatica as US
trademarks since 1990. At the time of thigting, RiceTec stillwaits to heathe decision
on Jasmatica but it received a US trademark on Jasmati on Novdfhb&p93. When
Thailandwas aware of theregistration,RiceTec deniediny genetic connection between
Jasmati rice and Jasmine rice. (RiceTec, 1998)

In addition to utilizing the US intellectugiroperty systemRiceTecalso
applied for intellectual property protection in various othe&ountries. Inthe case of
Basmatirice, RiceTec attempted teegister the trademarklasmati,” “Kasmati,” and
“Texmati” in countries like England (where there are lots of Indians consumers) and Greece
(a major marketfor Basmatirice). Moreover,RiceTec tried to obtain plant variety
protection for Basmati rice in Greeceand patent protectiorfor Basmati in India.

15 A briefing paper prepared by US government officsgedthat the title of this patent is a misnomer.
So we will look at some of the claims from this patent later in section 2.5
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Obviously, India rejected the Basmati rice patent applicatiod complained to th&reek
Government, which later rejected the plant variety application. (Mukherjee, 1997)

In short, RiceTechas been revealed by manthird-world critics as a
company very aggressive intellectual property-basedice business. It habeenusing
questionable strategies atattics to exploit the intellectug@roperty protection system to
obtain monopoly orcertain markets of aromatiice, together with creatingonfusion
among rice consumers with respect to the name and quality of its products.

Such aggressivstrategies are not unexpecttdm a technology-based
company withfinancial backup and advanc&dowledge ofintellectualpropertysystems.
What should also bexpected from a reputabtmpany, however, is eertain level of
business ethics, whiclare not codified in any law but areecessary forpeaceful
coexistence of entities both at domestic and global levels.

2.5 US Patents on Aromatic Rice

US Patent

Number US Patent Title

4,764,643 Route to hybrid rice production

4,999,945 Route to hybrid rice production

5,158,879 Hybrid rice production utilizing perennial male sterile rice plants

5,173,423 Process for breeding a glabrous variety of rice crop and a glabrous plant

5,304,722 Hybrid rice production utilizing perennial male sterile rice plants

5,350,688 Method for regeneration of rice plants

5,360,725 Method for producing rice cybrid cell

5,399,680 Rice chitinase promoter

5,545,822 Herbicide resistant rice

5,639,948 Stamen-specific promoters from rice

5,663,484 Basmati rice lines and grains

5,674,993 Nucleic acid marker for ricblast resistant geneandrice blast resistant genes isolated by the
use of these markers

5,736,629 Herbicide resistant rice

5,773,680 Hybrid wild rice production utilizing cytoplasmic-genetic male sterility system

5,773,703 Herbicide resistant rice

5,773,704 Herbicide resistant rice

Table 2-3:  Examples of US Patents Related to Rice

Examples of US patentselated torice during 1976-1998.When the US Patent
Classification was set to Class 800 (plarasyl “rice” must becontainedboth in the
title and the abstract, 16 titlegerefound. If the USClass was set to 80énd “rice”
must becontained inthe abstractregardless ofthe title, 76 additional titles were
recoveredThe majority of theseadditional patentsare process patents applicable to
other crops as well as rice. If only “rice” must be contained in the abstgatlless of
title and classifications, the search found 20,518 titles, which were too mamgstmt
here. Theshadedrow on the table is the Basmaite patentassigned to RiceTec.
Source:Office of Intellectual Property PolicyResearch, Chulalongkorn University
Intellectual Property Institute.
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Registration Informatior US Patent Title and Some Claims
US Patent Number: — : ,
5,663,484 Basmati Rice Lines and Grains

Claim 1: A rice plant, whichplant when cultivated in North,
Filed: September, 1997 Central or South America, or Caribbean Islands
Granted: February, 1998

a) has a mature height of about 80 cm to about 140 cm;

Inventc_)rs: b) is substantially protoperiod insensitive. and
Eugenio S. Sarreal, q , ins havi
John A. Mann, ¢) produces rice grains having
James E. Stroike i) an average starch index of about 27 to about 35,
Robin D. Anrewes i) an average2-acetyl-1-pyrroline content ofibout 150 ppb toabout
) 2,000 ppb,
A.SSIQnee iii) an average length of about 6.2 mm to about 8.0 mm, an average width
RiceTec, Inc.

of about 1.6 mm to about 1.9 mm, and an avetaggth towidth ratio
of about 3.5 to about 4.5,

iv) an average of about 41% to about 67% whole grains, and

v) an average lengthwise increase of abdb% to about 150%when
cooked.

Claim12: A seed produced hiye rice plant ofany of claims 1
to 11.

Claim13: A rice grain derived from the seed in claim 12.

Claim 14: A progeny plant of the rice plant of any of claims 1 to
11.

Claim 15: A rice grain, which has {the following properties} ...

Claim 18: A method of selecting a rice plafdr breeding or
propagation, comprising the steps of ..........

Table 2-4:  US patents owned by RiceTec related to Basmati rice

Source:Office of Intellectual Property PolicyResearch, Chulalongkorn University
Intellectual Property Institute. (August, 1998)

Two US rice patents are worth looking at. The one showiralote 2-4 has
to do with “Basmati Rice Lines and Grains.” Although some US officials maintain that this
title is a misnomer and nowhere in the claim the name “Basmaisead, this patentallows
RiceTec toprevent others fronthe commercial exploitation of rigelants, seeds, grains,
etc. with the phenotype and cooking characteristics listed in Table 2-4, which coviee the
variety they bred (and selected) from Basmati and atler varieties of questionable
origins. NGOs have called this a cunning way of effectively obtaining patent protection for
a “me, too invention” on top of a rice variety that baen bred and selectéat thousands
of years by natives of Asia. Unfortunately, the legal system in an industrialized clikentry
the United States does not recogrttze contribution of the¢hird-world natives, whdave
not invented anything by legal definitioriBhe system only protectthe “right” of modern
inventors whoinvent on top of existing prioart that isconsidered to be in the public
domain. A classical patent systenay work well for mechanicaknd electricalinventions
but has serious consequences riatives of third-world countrieshen it isapplied to
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pharmaceutical and biological inventions, where the prigieagt knowledge oftraditional

medicine) consists of undocumented contributions of uncountable generations of people, or

the existence o$uch priorart (e.g. amedicinal plant) is theesult of sustainable use of a
forest for centuries. The Convention on Biological Diversity attempts dddress this
problem in a limited way bysingmechanism of contract and even creates more problems
on its own. (Please see section 3.3 for further details.)

Registration Informatior

US Patent Title and Some Claims

US Patent Number:
5,208,063

Filed: 18 March, 1991
Granted: 4 May, 1993

Inventors:

Robin D. Andrews
Deborah Locke
John A. Mann
James E. Stroike

Assignee:
RiceTec, Inc.

Milling process for
characteristics

Claim 1: A process for changinthe cooking behavior and
cooked rice texture of a given well-milled riaden cooked in
a predetermined way, including the steps of

< varying only the milling degree of said rice by .....

controlling rice cooking

« milling said rice to a greater degree than well-millegtoducecooked
white rice having substantially softer and thicker texture; or,

< milling said rice to a lessategreethan well-milled toproducecooked
white rice having substantially fluffier and drier texture.

Claim2: A process fomaintaining uniform cooking behavior

and enclosedice texture in groduction run of amilled rice,
including a combination of steps of: ..........

Claim 3: A process fomilling dehulled rice including the
steps of ..........

Claim 5: A milled rice produced according tthe process of
claim 3 and possessinghe characteristics selectébm the
groups consisting of ..........

Table 2-5:

US patents on a rice milling method that yield fluffy and

tender cooked rice just like Jasmine rice

It is a normal practice to make process clafolowed by productgroduced according
to the processlaimed earlierSource:Office of Intellectual Property PolicyResearch,
Chulalongkorn University Intellectual Property Institute. (August, 1998)

Another interesting US patent is Patéfitmber 5,208,063 assighed to
RiceTec. This time the subject of invention is a millprgcesghat RiceTeaises tanake
Jasmati riceassume cooking characteristid&e fluffiness, that are similar to theeal

Jasmine rice.
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PVP Variety Owner Filing Date: Alternate Name:
Number Name Grant Date: Reg. Status:
7200040 Golden Steve Steve Landry 10/14/71;10/17/75 Certificate expired
7200080 Labelle Texas Agri Expt Sta 01/28/72 Application abandoned ...
7300073  Maxwell James E. Grundman  03/13/73;03/05/76 Certificate expired
7400006 Terso Grundman & Dewit 08/14/73;04/05/76 Certificate expired
7400075  Tsuru Mai Rice Researchers, Inc. 03/13/74;12/12/75 Certificate expired
7400076 Ampec Rice Researchers, Inc. 03/13/74,06/30/75 Certificate expired
7400077 Kokubelle Rice Researchers, Inc. 03/13/74;10/17/75 Certificate expired
7605004 Melrose Alexandria Seed Co.  07/01/76;01/25/79 Certificate expired
7700012 Gebolla ll Willis & Bollinger 11/02/76 Application abandoned ...
7700040 CB 744 Chocolate Bayou Co. 01/31/77;01/26/78 Certificate expired
7800076 Bellevue Alexandria Seed Co.  05/30/78;12/21/78 Certificate expired
7900085 RRI-105 Rice Researchers, Inc. 06/04/79,03/26/81
8100093 California Belle Davis Drier & Elevator 04/07/81 Application abandoned ...
8100094 Calpearl Davis Drier & Elevator 04/07/81;05/27/82
8200106 California Belle Davis Drier & Elevator 04/15/82,10/28/82
8300123 RRI-7530 Rice Researchers, Inc. 05/02/83;07/31/86
8500011 CB-801 Farms of Texas Co. 10/16/84;10/31/85
8600162 V7713 Farms of Texas Co. 09/23/86;01/15/88 <A717, CB860>
8700085 V4716 Farms of Texas Co. 03/13/87;12/18/87 <A7339, CB848>
8700144 S2-Calpearl Davis Drier & Elevator 06/08/87;01/15/88
8700145 Valencia 87 Davis Drier & Elevator 06/08/87;01/15/88 <Calpear| S-1>
8700203 KRM-2 Rice Researchers, Inc. 09/11/87;03/11/88
8900034 S-101 CaCoop Rice Res Fdn. 11/28/88;11/30/92 <85-Y-136>
8900035 M-203 CaCoop Rice Res Fdn. 11/28/88;11/30/92 <M-401>
8900077 V7817 RiceTec Seed Inc.(FoT 01/23/89;02/28/92
8900101 M-103 CaCoop Rice Res Fdn. 02/24/89;05/29/92 <84-Y-9>
9000074 RT-A1001 Farms of Texas Co. 01/29/90;09/30/91
9000075 RT-A1002 Farms of Texas Co. 01/29/90;09/30/91
9000090  Sumirice Il Sumitomo Chemical 02/20/90;07/31/92
9000158 S-301 CaCoop Rice Res Fdn. 05/01/90;05/29/92 <85-Y-502>
9000193 NFD 108 Davis Drier & Elevator 05/31/90;10/31/91
9000194 NFD 109 Davis Drier & Elevator 05/31/90;10/31/91
9000207 KR4 Rice Researchers, Inc. 06/11/90;11/30/94 <81-114-042>
9100103 RT7015 RiceTec Seed Inc (FoT. 02/07/91;02/28/92 LC765-34-Bk-BK
9100204 L-203 CaCoop Rice Res Fdn. 06/27/91;05/29/92 88-Y-774
9200125 Yumekaori Mitsubishi 03/12/92;05/31/95
9300075 M-204 CaCoop Rice Res Fdn. 01/08/93;05/31/94
9300147 Amylo 17 Mitsubishi Chemical 03/02/93;08/31/95
9400110 Hareyaka Mitsubishi Corp. 03/04/94;02/28/95
9500141 SP211 Western Rice Res ... 04/21/95;08/29/97
9500142 SP311 Western Rice Res ... 04/21/95;08/29/97
9500171 NFD-181 Davis Drier & 05/15/95,08/29/97
9600077 Basmati 867 RiceTec, Inc. 12/11/95 Application abandoned ...
9600196 Isla Hisparroz, S.A. 03/22/96;10/31/97
9600197 Denosa Hisparroz, S.A. 03/21/96;10/31/97
9600305 S-102 CaCoop Rice Res Fdn. 07/17/96;09/30/97 <09/30/97>
9600317 Millrose Western Rice Res ... 07/24/96 <WRM-1708> Pending
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PVP Variety Owner Filing Date: Alternate Name:
Number Name Grant Date: Reg. Status:
9600318  Surpass Western Rice Res ... 07/24/96 <WRS-1369> Pending
9700051 A-201 CaCoop Rice Res Fdn. 12/09/96;04/30/98 <91-Y-631>
9700052 L-204 CaCoop Rice Res Fdn. 12/09/96 <92-Y-93> Pending
9700138 Drew U. Arkansas Agri Expt 02/18/97 <RU9201176> Pending
9800172 Honami Mitsubishi Chemical 03/23/98 Pending
9800173 Tsuyayak Mitsubishi Chemical 03/23/98 Pending
9800174 Hayate Mitsubishi Chemical 03/23/98 Pending
9800212 Priscilla Mississippi State U.  04/17/98 Pending

Table 2-6:  Registered US plant varieties from 1971 to 1998

PVP Number = Plant Variety Protection Number; Ca Coop Rice Res Fdn. = California
Cooperative RiceResearchFoundation, Inc.;WesternRice Res. =Western Rice
Research Buscli\gricultural Resources, Inc.Mitsubishi Chemical =Mitsubishi
Chemical Corporation; Mississippi U. = Mississipg@igricultural and Forestry
ExperimentStation, Mississippi State University. Thleadedows show 8varieties
registered by RiceTeandFarms of Texas. SourcBPata obtainedrom USDA Web
Site. (USDA, 1998)

A search of US Planvariety Protection database reveals that betw&@nl and
1998, RiceTec (or Farms of Texas) registeragit@varieties. One ofthese varieties, RT-
A1001 (PVP Number 9000074), is known to be the Jasmati variety. (Chitrakon, 1998a)

2.7 US Trademark Protection of Jasmine Rice

It is worth notingthat in theUnited States both dhe Federal anbtate
levels, there are manyood trademarks whichcontain theword “JASMINE RICE” or
“JASMIN RICE.” Here we willcategorize theseegistrations into threbroad groups: (1)
registration by Thaexporters, (2) registrations by US importers, (3) registrations by US
ricebreeders. More details are provided in the following three subsections:
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2.7.1 Jasmine Rice Trademark Registered by Thai

Exporters
Place of Date of First
First Use or Use or
lllustration Trademark Owner Place of Trademark Status
Trademark Application
_ _ Application
panntt HONG Bangsue USA First use: pending
THONG Chia Meng 11/94
e JASMINE Rice Mill First
WY\ jonG THONG RICE Co., Ltd., commercial
(Golden Bangkok, use:
Phoenix) Thailand 11/97
Federal
trademark
filed:
21/11/97
THAI Siam Grain USA Firstuse:  pending
FRAGRANT Co., Ltd., 24/11/96
RICE Bangkok, Federal
SUPREME Thailand trademark
QUALITY filed:
GOLDEN 21/05/97
CAMEL

Table 2-7:  Jasmine rice US trademarks registered by Thai exporters

Source:Office of Intellectual Property PolicyResearch, Chulalongkorn University
Intellectual Property Institute (July 30, 1998)

Trademarks in this category appear to be the two shown in ZahleThey
are the Golden Swan and Golden Camel brands of Jasmine rice.
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2.7.2 Jasmine Rice Trademark Registered by US

Importers
Place of First Date of First
Use or Place Use or
lllustration Trademark Owner of Trademark  Trademark Status Remarks
Application Application
Rice King Well Luck Co., USA First use: pending Chinese
Inc., New 01/05/82 characters
York, New Federal translated as
York trademark Scented
application Jasmine Rice
filed:
28/04/97
TAMDA Kim Hung Texas, USA  First use: Texas Jasmine Rice
PHUOC LOC Supermarket, 01/83 trademark is translated
THO BRAND Inc., Houston, registered as Scented
OF 100% Texas 17/09/90 Rice of
JASMINE RICE Thailand
Country
JASMINE Eastland Food USA Federal abandoned applied to
BRAND Corp. trademark food and flour
application
filed:
03/10/1983
JASMIN RICE  Jinthay Trading Oregon, USA First use: Oregon Figure of
Co., Portland, 01/01/84 trademark Thai woman
Oregon registered: standing
21/01/92 under the
Extension: words
15/01/97 JASMIN
RICE
THAI JASMINE DBA Len Hin Oregon, USA First use: Oregon
RICE Trading 03/87 trademark
Company, registered:
Portland, 13/06/91
Oregon
GOLDEN Tresplain USA First use: pending
ELEPHANT Investments, 16/04/87
FRAGRANT Ltd., Hong Federal
RICE Kong trademark
application
filed:
23/05/96
THAI JASMINE  Len Hin Oregon, USA  First use: Oregon A cock
RICE Trading 07/88 trademark standing on a
Company, registered: globe.
Portland, 10/05/91
Oregon
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Place of First

Date of First

Use or Place Use or
lllustration Trademark Owner of Trademark  Trademark Status Remarks
Application Application
PENGUIN Global USA First use: Federal The word
MILAGROSA Marketing 07/11/89 trademark Milagrosa
Enterprises, Federal registered means
Inc., Chicago, trademark 18/08/92 Jasmine Rice
lllinois application
filed:
07/12/90
THAI JASMINE  Tri-Eight Washington, First use Washington
RICE & Trading Corp., USA 08/08/991 trademark
GAOTHOM Seattle, registered:
ANGKOR WAT  Washington 22/11/91
THAI JASMINE  Tri-Eight Washington, First use: Washington
RICE Trading Corp., USA 08/08/91 trademark
MILGROSA Seattle, registered:
Washington 22/11/91
LANG HUONG  Anhing Corp., USA Federal abandoned
Los Angeles, trademark 09/06/92
California application
filed:
24/06/91
GAO THOM Anhing Corp., USA Federal Federal
LANG HUONG Los Angeles, trademark trademark
California application registered
filed: 08/09/92
02/12/91
% sswnics - Jasmine Rice  Kim Seng Co., USA Federal Federal Double
“o s Extra Super Los Angeles, trademark trademark Parrot Brand
% Quality Gao California registration  registered:
Thom “Hai Con filed: 03/06/97
Ket” 29/12/95
Double Parrot
Brand
YAAS Amalia Galian USA Federal abandoned YAAS means
(Residence of trademark 30/12/96 Jasmine
Tarzana, application
California) filed:
27/02/95
% % Herdsman Brand Hoa Ying USA Federal Publication Child riding a
2 : ; Trading Corp., trademark water buffalo
£ # Seattle, application playing a
Washington filed: recorder, with
24/01/97 Chinese
characters
(Jasmine
Flavored
Rice)
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Place of First

Date of First

Use or Place Use or
Illustration Trademark Owner of Trademark  Trademark Status Remarks
Application Application
PREMIUM Sem-Chai Rice USA First use pending
LONG GRAIN Products Corp., 01/09/96
AROMATIC Palm Beach, Federal
JASMINE RICE Florida trademark
application
filed:
16/09/97
MILAGROSA Duong To USA First use: pending
GAO THOM (a Viethamese) 02/09/97
THUONG Federal
HANG trademark
JASMINE RICE application
THAI KING filed:
RICE 19/09/97
PRODUCT OF
THAILAND
MOOT LAY
HWANG MY
TIE GWO
ARROZ DBA Oriental USA First use: pending Arroz in
JASMINA Trading 24/11/97 Spanish
Company by a Federal means rice.
Japanese named trademark
Otani, Reedly, application
California filed:
18/12/97
JASMINE Specialty Rice Used in the
Marketing Inc., US since
Brinkley, 1997
Arkansas but did not
file for
trademark

registration

Table 2-8:

Jasmine rice US trademark registered by US rice importers

These UsStrademarks werasearched athe federal, state, and common law levels.
Source:Office of Intellectual Property PolicyResearch, Chulalongkorn University
Intellectual Property Institute. (30 July, 1998)
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2.7.3 Jasmine Rice Trademark Registered by US
Rice Breeders

The Jasmain Rice Crisis: A Thai Perspective.

Place of Date of
First Use or First Use or
Place of Trademark
Trademark Application
Application

lllustration Trademark Owner Status Remarks

canceled for
comparison
only

USA First use:
24/03/77
First
commercial
use:
12/04/77
Federal
trademark
application
filed:
14/03/86

Farms of
Texas Co.,
Houston,
Texas

TEXMATI

TEXMATI USA First use:
24/03/77
First
commercial
use:
12/04/77
Federal
trademark
application
filed:
16/08/93

RiceTec,
Inc., Alvin,
Texas

Missasigned  for
comparison
only

JASMINE

Doguet-
Dishman
Rice Co.,

Inc., Texas

USA

First use:
04/05/90
Federal
trademark
application
filed:
03/07/90

abandoned
(failure to
respond)
17/03/92

BAZMATI

RiceTec,
Inc., Alvin,
Texas

USA

Federal
trademark
application
filed:
17/05/90

abandoned For
12/06/91
only

JASMATI

RiceTec,
Inc., Alvin,
Texas

USA

Federal
trademark
application
filed

17/05/90

abandoned
(defective
statement of
use)
09/09/91

Assigned
from:

Farms of
Texas Co.

Central Intellectual Property and International Trade Court, Bangkok, Thailand.
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Place of Date of
First Use or First Use or
Illustration Trademark Owner Place of Trademark Status Remarks
Trademark Application
Application
BASMATICA RiceTec, USA Federal abandoned
Inc., Alvin, trademark  09/09/91
Texas application
filed:
17/05/90
JASMATICA RiceTec, USA Federal pending
Inc., Alvin, trademark
Texas registration
filed:
17/05/90
JASMATICA RiceTec, USA Federal abandoned Assigned
Inc., Alvin, trademark  (no statement from:
Texas application of use filed) Farms of
filed: 28/02/92 Texas Co.
30/08/90
FLAVORED RiceTec, USA Federal abandoned For reference
BY NATURE Inc., Alvin, trademark  26/02/93 only
Texas application
filed:
11/12/91
BASMATI RiceTec, USA Federal abandoned
USA Inc., Alvin, trademark  24/09/94
Texas registration
filed:
20/08/92
JASMINE Ricetec, USA Federal abandoned
USA Inc., Alvin, trademark  (no statement
Texas registration of use filed)
filed: 24/09/94
20/08/92
JASMATI Ricetec, USA Federal Federal Assigned to
Inc., Alvin, trademark  trademark Bil Finance
Texas application registered: (Ireland), Ltd.
filed: 30/11/93
25/03/93
KASMATI RiceTec, USA First use: Federal For reference
Inc., Alvin, 19/08/94 trademark only
Texas Federal registered:
trademark  25/06/96
application
filed:
04/05/94
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Place of Date of
First Use or First Use or
Illustration Trademark Owner Place of Trademark Status Remarks
Trademark Application
Application
FLAVORED RiceTec, USA First use: Federal For reference
BY NATURE Inc., Alvin, 15/05/94 trademark only
Texas Federal registered:
trademark  09/04/96
application
filed:
07/04/95
CHEF'S RiceTec, USA First use: Federal No mention
ORIGINALS Inc., Alvin, 30/09/95 trademark of the word
Texas Federal registered: Jasmine rice
trademark  23/04/96 in the mark
application but a
filed: document by
25/05/94 RiceTec, Inc.
stated that
this product
contains
Jasmati rice.
TEXMATI RiceTec, USA First use: Federal For reference
Inc., Alvin, 24/03/97 trademark only
Texas First registered:
commercial 25/10/94
use:
12/04/97
Federal
trademark
application
filed:
25/10/97
HINODE Rice USA First use:  Federal Assigned to
ROYAL Growers 03/94 trademark International
JASMINE Association Federal registered: Nederlanden
(Hinode of trademark  15/07/97 (US) Capital
means rising  California, application Corp., Los
sun) Sacramento, filed: Angeles,
CA 03/08/94 California

Table 2-9:  Jasmine rice US trademarks registered by US rice developers

These US trademarks were searched at the fedéaitd,andcommon law levels. Note

that several of the trademarks shown here cannot be regiatetéte applicationdiave

been abandoned. Some of the trademarks do not contain the word “Jasmine” or “Jasmin”
but are shown here for references. Source: Office of Intellectual PropertyPolicy
Research, Chulalongkorn University Intellectual Property Institute. (30 July, 1998)

Central Intellectual Property and International Trade Court, Bangkok, Thailand.
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Please note that all the above marks ofiétter categoryvere registered by
RiceTec, whichmade thefirst attempt in1986. Perhaps byrial and error, RiceTec’s
persistence paid off in the federal registrationdasgimati, Kasmati, Texmati, Flavored by
Nature, and Chef’s Original trademarks.

Please note alsihat the informatiorprovided here resulted from searches
performed on July 30, 1998 on United States datalmadgs Similar attempts to register
trademarks related tdasminerice may also exist in many othecountries, especially
countriesthat import orconsume Jasmine rice. (Please $able 2-2 for the names of
potential countries.)

2.8 DNA Fingerprints of Jasmine Rice

At present there areanalytical proceduresthat can display genetic
relationship betweetwo plantvarieties. DNA fingerprinting hasbeenused tocompare
questionable US varieties with Jasmine rice varieties. (Please see Figure 2-2.)

Jasmatirice DNA has beencomparedwith those of Khao Kao Dok Mali 105
(KDML105), Jasmin 85, Basmatkhao Chao Hom Suphanburi 1 (a Jasmiite
variety),andKhao Chao Hom Klong Luang fanotherJasminerice variety)using 16
microsatellites loci. It wadound that 35 lociwere useful for discriminatingvarietal
differences. For example, comparison between Jasmati, BaanmdiPML 105 showed
27 differences. The NTSYS-pc DNA fingerprint analysis softveamgcludeshat there is
virtually no similarity betweenJasmatiand KDML105. Referring tothe phylogenetic
tree in {Figure 2-2}, Basmati is 15% similar to Jasmati. Furthermore, Jasmati is not a
progeny of KDML 105 and Basmati. This analyticaltechnique is capable of
distinguishing Jasmine rice originating in Thailand from aromatic rice varietifseaign
origins. ... (Vanvijit, 1998)

2.9 Summary of Background Information

Jasmine rice was selected from local varieties in Thailand in thel&#50s.
During thepast 5 decade§,hailand hasbeen the togproducer and leading exporter of
Jasmine rice. The name “Jasmine rice,” however, has never been registered as any kind of
mark. (EAP/VLC, 1998)

The bonafide use ofthe namé'Jasminerice” over 40 years hasiade the
name“Jasminerice” very well-known amongice consumersll over the world. When
these people hear thlveord “Jasmine rice”, theyautomatically associate tHéavor and
texture quality of the ricavith Thailand, which is itorigin. The texture and flavor of
Jasmineice is generally believed t@sult fromthe geographical andimatic features of
Thailand. Attempts in growing Jasmine rice seeds taken from Thailand in other parts of the
world resulted in much poorer fragrant characteristics. Even a US impoiéstodmese
connection acknowledgeithat “JasmineRice is translated as Scented Rice of Thailand
Country.” (Please sethe Texas trademark registration AMDA PHUOCLOC THO in
Table2-8.) In 1991, aonsumer preference test conducted at Té&s! University
confirmed the common understanditngit Caucasiaand Asianconsumers prefer Jasmine
rice from Thailand over any othéiinds of rice. This resulivas consistent witlwhat
people all over the world had already knownyears, i.ethe aromatic rice varietifsom
Thailand is the best in the world. These varieties are called Jasmine rice.
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Figure 2-2: DNA fingerprints of rice

Representative results of DNA fingerprinting offeav rice varieties. Left to right
columns (lanes): Jasmin85, Basmati, Jasmati)Khao Kao Dok Mali 105
(KDML105), Supanburi Aromatic Rice 1 (Suphanburighd Klong Luang Rice 1
(KGL1). Primer usecareOSR 1, 14, 22and 27 inthe top rowandOSR 28,29,32,

and 33 inthe middlerow. The phylogenetitree is also given in the bottom row.
(More resultsare shown in thereference.) Itwas concludedthat Jasmati is almost
geneticallyunrelated toJasmine rice. Source: DNA Fingerprintitgnit, Kasetsart

University, Kampangsaen, Nakhon Patom, Thailand. (Vanvijit, 1998)
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During the last decade, foreigice breeders have intensified theiforts at
developing aromatic rice varieties that hasaoking characteristics similar tihose of
Jasmine ricewhile growing fast,giving high yields, and possessingesistance tgests
and diseases ieach particular farmingrea. The final goal is to producaromaticrice,
with quality approaching that of Jasmine rice, for global competition.

Meanwhile, theThai farmers and exporters were not alerted. Midsi
farmers knowthat theflavor and cooking characteristics of Jasmiice are thaesults of
interactions between the genetic-dependent factors and environment-dependerthédctors
yield the optimum outcome when these varietiesgaogvn in Thailand. Nobodpothered
to seek any kind oihtellectualproperty protection since competition, they believed, was
technically not possible.  Surelfthey had not heard about modern plantbreeding and
biopiracy.

With this attitude on the Thai side, the US government in collaboration with
IRRI and several US universities released to their farmers JasB8bndormerly called
IR841, which is a direct progeny tife original Jasmindce developed imhailand. This
high-growth, high-yield variety made possible the establishment of new rice comipganies
Doguet-Dishman.Upon hearing that the US attemptedgmow Jasmine rice, sonfhais
were very amused at another would-be-futile attempt. Nobody from Thailand protested the
naming of IR841 “Jasmine 85.”

Of all US rice companies,RiceTec isperhapsthe most aggressive in
devising new strategies and utilizing intellectual property system to its full advantage, often
at the expense of parties in the developing worldthénBasmatcase,RiceTec obtained a
US patent on the selection method and the result of breeding genuine Basmati varieties with
semi-dwarf ones with selection for cooking characteristiagheficegrain. India decided
to defend her interests in Basmati-importing countries artheworld including England
and Greece.

In the case of Jasmin&ce, Thai rice exporters normallywork by filling
orders from importers inther countries without realizinthat quitefrequently, importers
would havethe Thai trademark registered theirs. Imported Jasminéce in 50and 100
kg bagsare routinely divided (and/omix with other ingredients) and repackagetb
smaller bags, sometimes very small, in order to sell tacttSumers.The addedralue,
alas, would go tahe repackagers instead Tfai rice exporters,rice developers, orice
farmers.

Thewhole issue, therefore, is based the information thaRiceTec was
granted a trademark alasmati, wherdahere is virtually no genetic similarity between
Jasmine rice and RiceTec’s variety. The use of the mark “Jasmati” canceedige (and
deceive) consumers that the product is a progeny of JasmiriRaanthtivarieties. In the
end, it also diluteshe reputation of Jasmirree and the connection between Jasnrine
and Thailand. Since Jasmine rice has been the leader of all aromatic rice in terms of flavors
for many decades, the use of “Jasmati” mark can also be viewedaasadmarnishing the
well-known image of Jasmine rice.

Unfortunately, due to the ignorance of many peapl®lved, Thailand has

a time limit of only a couple of months to contest the validity of Jasmati trademark. This is
why some people call it “The Jasmine Rice Crisis.”
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3. Considerations

Based on the background information reviewethaprevious section, we
are in a position to consider the applicability of variagal regimes that may heseful in
resolving the crisis, such agatent protection, plant variety protection, Convention on
Biological Diversity, trademark, well-known markgertification mark, geographical
indication, and consumer protection.

3.1 Utility Patent

Year Registration Info Title and Sample Claims
1991 go%'zgtgt Number e netic Engineering Of Cotton Plants and Lines
1. A methodof introducing genes into cotton plants and plant lines
Filing date: comprising the steps of:
Dec 3, 1986 - exposing hypocotyl tissue of immature cotton plants to a

culture of transformation competent non-oncogenic

Agrobacterium tumefaciens harboring - a Ti plasmid having a
Issue date: T-DNA region including both a foreign chimeric gene and a
Apr 2, 1991 selection agent resistance gene, both genes including

appropriate regulatory sequences so as to be expressed in the

cells of cotton plants;

Inventor: - culturing the exposed tissue in the presence of a selection

Paul F. Umbeck agent for which the resistance gene encodes for resistance so as
to select for plant cells

Assignee: - transformed with the T-DNA region;
Agracetus, Inc. - inducing somatic embryo formation in the exposed tissue in
culture; and

- regenerating the somatic embryos into whole cotton plants.

13. Cotton plantgproduced by the method of claim 1 which include
cells which comprise in their genome the foreign chimeric
recombinant gene and the selection agent gene and which produce
a foreign cellular product coded by the foreign gene.

14. Cotton somatiembryosproduced by the method of claim 1.
15. Cotton seedproduced by the plants of claim 3.

16. A methodfor introducing genes into cotton plants and plant lines,
comprising the following steps in sequence;

1994 Eurolgean Patent Particle-mediated transformation ofoybean
Number plants and lines

0 301 749 . .
1. A methodof making a genetically transformed soybean plant
characterized in that it comprises the steps of:

Central Intellectual Property and International Trade Court, Bangkok, Thailand.
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Year

Registration Info

Title and Sample Claims

Filing date:
July 20, 1988

Issue date:
1994

Inventor

Paul Christou,
Dennis McCabe,
William F. Swain,
Kenneth A. Barton

Assignee:
Agracetus, Inc.

17.

18.

22.

25.

28.

 preparing copies of a foreign gene including a coding region and
flanking regulatory sequences effective to express the coding
region in soybean cells;

« joining copies of the foreign gene to biologically inert carrier
particles;

« placing a regenerable soybean tissue on a target surface;

« physically accelerating the particles carrying the chimeric gene
copies at the target surface in such a fashion that some particles
lodge in the interior of at least some of the cells of the soybean
tissue;

 regenerating the treated tissue into a whole sexually mature
soybean plant; and

« verifying the existence of the foreign gene in the tissues of the
regenerated plant.

A soybean planproduced by a method as claimed in any one of
the preceeding claims.

A seedproduced by a soybean plant produced by a method as
claimed in any one of the preceeding claims.

A soybean plant comprising in its genoanfereign gene
constructed to cause expressairan exogenous gene product in
at least some of the cells of the soybean plant.

A soybean plant comprising in its genome an exogenous gene
construction conditioning expression in the cells of the soybean
plant a marker gene product whictdetectable by assay

Aregenerable soybean tissneluding soybean cells which
comprise in their genome an exogeneous gene.

A method of making a genetically transformed line of plants
comprising the steps of:

* preparing copies of a foreign gene including a coding region and
flanking regulatory sequences effective to express the coding
region in cells of the plants;

« joining copies of the foreign gene to inert carrier particles;
* placing a meristematic tissue of the plant on a target surface;

« physically accelerating the particles carrying the foreign gene
copies at the target surface in such a fashion that some particles
lodge in the interior of at least some of the cells of the
meristematic tissue;

» growing the meristematic tissue into a whole sexually mature
plant;

 obtaining self-pollinated seed from mature plant;
» growing out progeny plants from the seed; and
« assaying the progeny plants for presence of the foreign gene.
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Year Registration Info Title and Sample Claims
1995  US Patent NumberJse of turmeric in wound healing
5,401,504 1. A method ofpromoting healingof a wound in a patient,which
consists essentially of administering vaound-healing agent
Filing date: consisting of aneffective amount of turmericpowder to said
pec. 28, 1993 2 iiuem. hod di laim Wherein said ic igrally
Issue date: . e.m.et od according tp claim Wherein said turmeric igra
administered to said patient.
Mar. 28, 1995

3. The methodaccording toclaim 1, wherein said turmeric is
Revoke date: topically administered to said patient.

Aug. 13, 1977 4. The methodiccording toclaim 1, wherein said turmeri¢s_both
orally andtopically administered to said patient.

Inventors: 5. The methodaccording toclaim 1, wherein said wound is a

Suman K. Das, surgicalwound.

Hari Har P. Cohly 6. The methodccording toclaim 1, wherein said wound is lbody
ulcer.

Assignee:

U. of Mississippi
Medical Center

Table 3-1: Examples of Troublesome Biotech Utility Patents

Emphasis added. Source: Office of Intellectual Property Policy Research,
Chulalongkorn University Intellectual Property Institute

It is a common beliefor the Thai people thailants and animalshould be
excluded fromintellectualproperty protection.Many Americansvho complained that the
JasminRice Crisis was blowrout of proportion to itsactual severity should understand
that theThais’ resentmentowards anyattempt to monopolizglants is based otheir
agricultural background. Since rice is the most important crop of the Kingdom, the issue is
extremely sensational. Sensitive issues similar to this one used to rqchitibal stability
of past governments antellectual property issues wereredited as a major factshat
caused Prime Minister Prem Tinsulanond to dissolve the Parliament back in 1988.

As the global minimunstandard foiintellectualproperty protectionTRIPs
specifiesthat patent protectiomust beavailable in allfields of technology. Nevertheless,
Member countries are allowed to exclude plants and animals from patent protection until the
next revision of the Agreemettt.

Although lawyers inthe Western hemisphere sometimes tendig¢av the
patentsystem as part diusiness lawsintellectualproperty protections, in fact, part of

* TRIPs Article 27 (Patentable Subject Matter)3. Members may alsexclude from
patentability: (b) plants and animals other than micro-organiantigssentially biologicaprocesses for
the production of plants or animals other than non-biological and microbiological processes. ....

Central Intellectual Property and International Trade Court, Bangkok, Thailand.
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economiclaw.!” Patent is the capitalistic tool that stimulates invenéind technological
progress. Industrialized countries have successfulsedpatentsystems taheir national
advantage. By allowing rightholders to enjbgnited monopoly onnew, improved
inventions,potentialinventorsare motivated to allocat@sourcesnto inventive activities.
Public disclosure ofhe invention details is neededarder to prevent others from having
to reinvent thavheel. Potential inventorgan then concentrate theiforts into inventing
brand new inventions, however incrementally small, on top of the existing prior art.

The heart of a utility patergystem lies inthe ingenious benefit-sharing
arrangement among those responsitie such building up ofthese technological
increments. A smart inventor tdchnological improvement can commercially exploit his
patentrights whilethe inventor of the technologicBhsecan derive extra incom#arough
licensing. A typical patent law system is structured such that the exclusive right is the right
to excludeothers fromthe make, useand sell of the patentedvention:® In order to
commercialize his own invention, apatent rightholder may need to avophtent
infringement by obtaining a license (and probably have to pay upfront and royalty fees) to
practice an invention otop of which hisown inventionlies. Inthe end, theoretically at
least, everyone winsSociety getsiew products and inventors tine chain of incremental
improvements receiveome shares dhe take. Other potentiainventorscan access the
information contained in the patent documenbider to improve orthe invention and
make some moneyfoo. As a consequencthie technologies contained in the original
invention keep getting improved.

The reservations from developing countries with respect to patenting
biotechnological inventions have to do witie standardpractice of pharmaceutical and
plantbreeding companies wsing many plants, animals,and biochemical compounds
collected in developingcountries as starting materialor incrementally improved
inventions. These improved drugs, etc. are subsequently gzt protection in many
countries worldwide. The patent holder is then in a positi@monemercializehis invention
without the need tghare anyenefit with anyone in developing countries since naturally
occurring substances, plantsamimals(i.e. without human intervention), as well gal
and indigenous knowledge, are either not recognized as inventi@ans oonsidered to be
in the public domain, and are therefore not patentable.

The United States isvell-known for having broad scope gatentable
inventions, asvell as a separate regime of plaatent.(US-PPA, 1930) The European
Union is in the process of establishingialogical material protectiostandard of itown.
(EC, 1998) Neverthelesdeveloping countries oftetite three exampleases tallustrate
their objections with industrializecountries,especially theJS, in exploiting poorer and
oftenless informednations. These problematically patented inventions have to do with
genetically engineeredottons,genetically engineeredoybeans,and thewound-healing
property of turmeric.

7 Business law iglefinedheresimply as aframework fororderly business transactions. Economic law
emphasizes a framework that fosters socio-economic well-being of the society. As suchsspiecial
economic objectives may pre-enfgedom inmaking transactions among individuals. Antitrust laws,
the US mechanicalrights compulsory licensing systemeverseengineering provision irintegrated
circuit layout design protection laws, and patent cancellaifomision in the Thai Patent Aere a few
examples.

8 This is why patent rights are considered to be “negaiiyes.” If patent rightsvere “positive” rights,
there would be a conflict between the rights of an inventor in the pri@ndthe rights of an inventor
who made patented incremental improvements on the first inventor’s patented invention.
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In the case of geneticagy-engineered cotton, Agracetus (a US company) was
granted US Patent Numbé&;,004,863° which coveredgenetically engineering cotton
regardless of whahe gene actuallyas. (Please se&able3-1.) This normalpractice of
USPTO to grant broad claims to thest patent in each line of technology magt bethat
unusual in other fields of technology buhen applied tobiotechnology, itmay retard
technological development. As pointed out by academicN&s, Agracetus isnow in

a position to shape the direction and momentum of further genetic improvements i’ cotton
since Agracetus can dictate who, when, and wheretic improvements in cotton may be
commercialized(RAFI, 1993) Naturally Agracetushas appliedfor patent protection in
major cotton producingountries,including theEPO, Brazil, Chinaand India?* India
refused to issue similar patent that Agracetus filed in Intfisand petitionedJSPTO to
revoke US Patent No. 5,004,863.

In case of genetically-engineered soybean, Agrasefisgranted European
Patent number 801 749 in 1994 ofiParticle-mediated transformation sbybean plants
and lines,” whichwas criticized in the sameavay asthe genetically engineered cotton
patents. (Please s@@ble 3-1.) The claims in thgatent, as usuatover process and
products including soybean plants asgkeds produced bijhe methodregardless of the
gene involved. (Please see claims 13 and 28 of European Patent No. 0 30Trae B
1.) The same transformation technique (Tene Gun) is alsprotectedfor use in any
other plants. (Please see claim 28 of European Patent No. 0 301 749 in Table 3-1.)

The case of turmeriwas different from those of cotton argbybean. In
1993, twolndian scientists working ithe United States filetbr patent protection of the
“Use of turmeric inwound healing,”the claims ofwhich are given inTable 3-1 in its
entirety. On behalf of the Indian Government, India’s CouiacilScientific and Industrial
Research (CSIR) submitted 32 documents to USPTO with a request to teedkemeric
patent on theground that the inventionhad been practiced in Indi@r centuries and
therefore, no novelty could be found. The cancellation of the patent was offigiagirst,
1997. According to Indianexperts, over 65 U$atents are additional candidates for
biopiracy. (Anonymous, 1997b)

In case of rice, an interesting patent is a US patent on “Bascealine and
grains.” (Please see Table 2-4.) Basmati rice lines from India and Pakistan were bred with
semi-dwarf long grain varieties anthe progeny were selected according to the
characteristics of “cook grain textureThe method of breeding and selectioméwv and
patentable, according to théSPTO. (Sarreal etl., 1997) As wéhave seemefore, the
claims cover thgrocess and productdbtained fromthe processncluding seeds, plants,
etc. Interestingly, the independent claim (claim 1) starts out with the rice plant itself, which
is defined by the characteristics of the physiteasurementshe behavior, and the
physical andchemicalproperties of theice grainproduced by such plantAlthough the
name “Basmati’exists only inthe title of thepatent,the claims effectively include any
modified Basmati lines as long as their characteristieswithin thescope ofthe claims.

From the standpoint of genetic resource onwers, this sideares dirty tactic to getaround
plant variety protection andse anovel selection technique as a bador toobtain utility
patent protectior{with strongerprotective measures) tiie variety andperhaps several

¥ And later US Patent numbers 5,159,135 (1992) and 5,608,142 (1997).
20 At least until other effective methods in introducing foreign genes into cotton is available.

USA, Brazil, China and India account for 60% of the world production of cotton, which amounts to about
US$ 20 billion annually. (RAFI, 1993)

According to some sources, the patent was first granted and then revoked.

21

22
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related ones without having to satishe DUS criteria of US-PVPA. In factthe “novel”
breeding and selection technique may have been practiced in Asian cdontoesturies
but was not documented.Besides,the inventivestep (difference) between documented
prior arts and RiceTec’s breeding and selection technique seensntdoto benon-
obvious. In additionthe use ofthe name “Basmati” in the title of the patent cawe the
company a tremendow®mmercial advantage in thadnsumersnay be misled to believe
that RiceTechas the monopoly (at least inAmerica and the Caribbearislands) to
commercialize Basmatice. Finally,RiceTechasbeen alleged to have takeemi-dwarf
rice varieties, that it used to breed with Basmati, fiBfRl. (RAFI, 1998) According to
the Material Transfer Agreement (MTA) betwd&RI andacceptor ofiRRI rice lines, the
IRRI varieties or theprogeny of which must not bpatented or registerednder an
intellectual property protection systém.

Since a patent application is treated confidentially until grapubtication,
nobody in Thailand knows for surewhether a companyjike RiceTec may havéred
Jasminerice with some semi-dwarf varieties, using a slightlifferent selection scheme
and appliedor patent protection in countrighat substantially impordasminerice from
Thailand. IfThailand could monitor patent publications asslies inthesecountries, we
would be in a position ttake appropriate actions according to the domestic paignin
each country?

2 Kuanpoth, Jakkrit (1998) in tlevised interviewedNation Newstalk) bySuthichai Yoon in August,
1998. In 1997, IRRIenteredinto agreementwith the Foodand Agricultural Organization (FAO),
prohibiting IRRI to allow anyone to seek intellectual property protection of IRRI’s rice. Itpuiated
out that all the 22 Basmati varieties used for breeding in this patent came from IRRI (RAFI, 1998)

¢ For exampleUS Patent Law. 8135 (Interferencejb) A claim which is the same as, or for
the same or substantially the same subject matter as, a claim of an issued patent mayadetibeany
application unless such a claim is made prior to one year froolateeonwhich the patent wagranted.
8301 (Citation of Prior Art) Any person at any time may cite to t@dfice in writing prior
art consisting of patents grinted publications which that person believes ltave a bearing on the
patentability of any claim of a particulpatent. If the person explains in writing tpertinency and
manner of applying such prior art to at least one claim of the patent, the citation of such panaok thet
explanationthereofwill become a part ahe official file of the patent. At the writterequest of the
person citing the prior art, his or her identity will &ecludedfrom the patent fileand kept confidential.
(US_Patent_Act, 1984)
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3.2 Plant Variety Protection

Number Variety Name Filing Date Registration Date
8500011 CB-801 10/16/84 10/31/85
8600162 V7713 (A717, CB860) 09/23/86 01/15/88
8700085 V4716 (A7339, CB848) 03/13/87 12/18/87
8900077 V7817 01/23/89 02/28/92
9000075 RT-A1002 01/29/90 09/30/91
9100103 RT7015 (LC765-34-Bk-BK) 02/07/91 02/28/92
9600077 Basmati 867 12/11/95 Abandoned

Table 3-2: Summary of Rice Varieties that RiceTec, RiceTec Seed, or
Farms of TexadHave Filed for Protection orHave Been
Granted US Plant Variety Protection

RiceTec (orFarms of Texas)has 7rice varietiesregistered undetUS-PVPA. The
variety “RT-A1002" (shadediine at PVPA RegistratiofNumber 9000074) habeen
reported to be the “Jasmati” variety (A775-2-BK-9-4-1). Jasmatideasloped in1975
from a crossbetween Dellaand Labelle varieties. (Chitrakon, 1998a)Source:
Summarized from Table 2-6.

Internationally, there exist seversdvisions ofthe UPOV agreement$:
Nevertheless,Thailand is notsignatory to any of theseevisions. Policy-makers in
Thailand have been very cautious about adopting any plant variety protection sbheme
may put Thai farmers and plantbreeders at a disadvantage.

Plant variety protectiosystems, athe names indicate, amesigned to
protect plant varieties and not inventiditee patentsystems are. Consequentlyplant
variety protectiorsystem does natequire any inventive step and novelty as part of the
conditions for obtaining protection like a pategstemdoes. Aplant variety qualified for
protection must beew inthe sense ofmarketing or commercializatioboth in UPOV
19782° in UPOV 19924 or even in Thailand’s Plant Variety Protection Draft Att .

% The English translation of UPOV agreement is Convention for the International Union for the Protection
of New Varieties of Plants. Versions of UPOV include 1961, 1972, 1978, and 1991, the |attéclof
more closely resembles a patent system than ever before. (Wijk et al., 1993)

% UPOV 1978 Article 6 (Conditions Required for Protection) (b) At the date on
which the application for protection in a member State of the Union is filed, the variety (i) must not or,
where the law of that State so providesjst notfor longer than ongear have beeofferedfor sale or
marketed, with the agreement of thieeder, inthe territory of that Stateand(ii) must nothavebeen
offeredfor sale ormarketedwith the agreement ofhe breeder, inthe territory of any other State for
longer than six years in the case of vines, forest trees, fruitaneesnamental trees, including, each
case, their rootstocks, or for longer than fgaars inthe case ofall other plants. Trials of theariety
not involving offering for sale or marketinghall notaffectthe right to protection. Théact that the
variety hasbecome a matter afommon knowledge inways other than througbffering for sale or
marketing shall also not affect the right of the breeder to protection. (UPOV, 1978)
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Furthermore,plant varieties eligiblefor protection mustpossessthree

characteristics, namelgistinctnesg? uniformity*® and stability’* often collectively
called DUS.

27
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UPOV 1991 Article 5 (Conditions of Protection) (1) (Criteria to be satisfied) The
breeder'sight shall begranted wherghe variety is (i) new, (ii) distinct, (iii) uniformand (iv) stable
Article 6 (Novelty) (1) (Criteria) The variety shall be deemed to be new if, adéte offiling of

the application for a breeder's right, propagating or harvested material of the variety hasmsbld or
otherwise disposed of to others, by or with the consent of the breeder, for purposes of exploitation of the
variety; (i) in the territory of the Contracting Party in which the applicationbleas filed earlier than
oneyear beforeghat date and(ii) in a territory other than that of the Contracting Party in which the
application has been filed earlier than four years or, in the case of treesinesfearlierthan sixyears

before the said date.; (2)(Varieties of recent creatldhgre aContracting Party applies this Convention

to a plant genus or species to which it did not previously apply this Convention or an earlier Act, it may
consider avariety ofrecent creatiomexisting at thedate ofsuch extension of protection to satisfy the
condition of noveltydefined inparagraph1) evenwherethe sale or disposal to othetescribed inthat
paragraphtook place earliethan the time limitsdefined inthat paragraph. (3) ("Territory" ircertain
cases) For the purposes of paragraph (1), all the Contracting Partiesawvdtichmber States of one and

the same intergovernmental organization mayjaotly, wherethe regulations of that organization so
require, to assimilate acts done on the territories of the States members of that organizatiodot® acts
on their own territoriesnd, shouldhey do so, shall notify th8ecretary-General accordingPOV,

1991)

Plant Variety Protection Draft Act. Article 6 (Conditions of Protection)
New varieties of plants thatre protected irthis Article are protectegblantsannounced byhe Minister
according to Article 12 and must possess the follovdharacteristics (1) Being varietiest previously
in existence..... Article 8 (Novelty) Plant varieties not previously iexistence means plant
varieties the propagation part of which has been utilized, whether bgelling by any type of
distribution, whether inside or outside ofhe Kingdom, by plantbreeders or bythe consent of
plantbreeders over 12 months before the date of application for registration. (Thai_PVPA, 1998)

UPOV 1978Atrticle 6 (Conditions Required for Protection) (1)Thebreedershall

benefit from the protection provided for this Conventionwhen the following conditionare satisfied:

(a) Whatever may bthe origin, artificial or natural, of thenitial variation from which it hasesulted,

the varietymust beclearly distinguishable by one or moimportant characteristicfrom any other
variety whose existence is a mattercommonknowledge athe time when protection iapplied for.
Common knowledge may be established by reference to various factors such as: cultivation or marketing
already in progress, entry in an official register of varietiesady made or ithe course ofbeing made,
inclusion in areferencecollection, orprecise description in publication. Thecharacteristics which
permit a variety to belefined andistinguishedmust becapable of preciseecognitionand description.
(UPOV, 1978) UPOV 1991 Article 7 (Distinctness)The variety shall beleemed to be
distinct if it is clearly distinguishable from any other variety whose existence is a matter of common
knowledge at the time of the filing of the application. In particular, the filing of an application for the
granting of a breeder's right or for the entering of another variety in an official register of varieties, in any
country, shall be deemed to render that other variety a matter of cokmostedgefrom the date of the
application, provided that the application leads to the granting of a breeder's right or to the entering of the
said other variety in the official register of varieties, as tasemay be. (UPOV,1991) Plant
Variety Protection Draft Act. Article 11 (Distinctness) Distinct plant varieties

mean plant varieties that are distinctly different from other varieties, whether in morphothygyology,

or possess any otheharacteristicshat result from genetic expressions that differentfrom plants
existing on theday ofthe application of registration. Sudlifferences are related the characteristics

that areuseful to planting, consumptiopharmacy, production, or transformation charactef¥ants
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As a WTO Member, Thailand will be obligated to have a plant variety

protection syster?, which according to TRIPs, can be under patent lasubgeneris law
or underthe combination obothlaws. In 1997 Ministry of Commerce and Ministry of
Agriculture and Cooperative drafted the Pl&fairiety ProtectionAct that had “breeder’s
exemption” similar to UPOM978° and had a built-in “farmers privilegé$’somewhat
similar to the right to save seeds in the US3aw.
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existing on theday of the application of registration means plant varieties in commexstence,
including the following plant varieties: (1) already registered plant varieties, whether domestic or foreign,
before domesti@pplicationdate, (2)plant varieties withdomestic application for registratiowith
subsequent registration, (3) plant varieties wittimestic application for registratidout applicantdhave
abandoned the applications. This provision is not applicable to subsequent application byagtleesons
than the ones who abandoned the applications. (Thai_PVPA, 1998)

UPOV 1978Article 6 (Conditions Required for Protection) (c) The varietymust

be sufficiently homogeneous, havimggard tothe particularfeatures ofits sexual reproduction or
vegetative propagation. (UPOV, 199Article 8 (Uniformity) The variety shall be deemed to be
uniform if, subject to the variation that may be expected from the particular features of its propagation, it
is sufficiently uniform in its relevant characteristics. (UPQ®78) Plant Variety Protection

Draft Act. Article 9 (Uniformity) Plant varieties with uniform varietal characteristiogans

plant varieties with uniform morphologphysiology, or othecharacteristicshat result fromgenetic
expressions specific to these varieti@gh variations the level of which is explainable jmoduction

terms. (Thai_PVPA, 1998)

UPOV 1978Article 6 (Conditions Required for Protection) (d) The varietymust
be stable in its essential characteristics, that is to say, it must remain trueéscitiption afterepeated
reproduction orpropagation orwhere the breederhas defined aparticular cycle of reproduction or
multiplication, at theend ofeachcycle. (UPOV,1978) UPOV 1991 Article 9 (Stability)
The variety shall beleemed to betable if its relevant characteristics remaimchanged afterepeated
propagation or, in thease of a particular cycle gfropagation, at theend of each such cycle.
characteristicsUPOV, 1991) 1 Plant Variety Protection Draft Act. Article 10
(Stability) Plant varieties havingtability of varietal characteristics megnant varieties that can
express varietal characteristics to fretected in each round giroduction of propagating materials of
these varieties, using conventional propagation method for that (taat. PVPA, 1998)

TRIPs Article 27 (Patentable Subject Matter) 3. Members may alsexclude from

patentability: (b) plants and animals other than micro-organiantsgssentially biologicaprocesses for
the production of plants or animals other than non-biologindimicrobiological processesHowever,

Members shall provide for the protection of plant varieties either by patents ordffgetive sui generis

system or by any combination thereof. The provisionthisf paragraphshall bereviewedfour years

after the date of entry into force of the WTO Agreement. (TRIPs, 1992)

UPOV 1978 Article 5(Rights Protected, Scope of Protection{3) Authorisation

by the breeder shall not be required either for the utilisation of the variety as ansiitieé of variation

for the purpose of creating other varieties or for the marketing of such varieties. Such authorisation shall
be required, however, when the repeated ugbefiariety isnecessary fothe commercial production of
another variety. (UPOV, 1978)

Plant Variety Protection Draft Act. Article 32 (Exclusive Rights): Only the
rightholders in new plant variety protectiaertificates havehe rights toproducefor sale, sell, or
distribution by any means, offer for sale, import into the Kingdom, export from the Kingdom, or possess
for any of the above acts, of the propagating materials of the protected varieties. Exceptionsaly any
without the purpose of use as propagating material(4) Planting or propagating bfarmers in their

own fields, of theprotectedvarieties using propagating materjabduced bythe farmersthemselves,
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In addition to protecting new plant, the Draft Aeisbeen designed to offer
Sui generis protection to nativesarieties, local varieties, national varieties, and wild
varieties that are distineindhomogenou$® Registration of theskecal varietiesrequires
disclosure of history of the variéfyand the components tife re%stratiorprocess’nclude
publication and opportunity for others to file notices of opposttion.

In the case of Jasmimice, RiceTechas severvarieties registered under
US-PVPA. ltis not known how many unregistered varieties of aromatic rice are owned by
RiceTec. Thai experts in plant molecular biolegyuld alsolike to obtainsamples of the
registered varieties in order to find any similarity to Thai and IRRI varieties.

Since the Thai Plant Variety Protectiéwt is still in the draftingstage, one
may wonder what good the law would have done, if it fleeady been enactsdmetime
ago. Inthis scenario, anyariety registration and its associated registration background
documents should serve agallection of evidencesupportingthe statement ofise, or
commercial use, or existence as prior art, depending on Thailand’s legal strategy. Together
with data from DNA fingerprint analyses, the evidence should help Thailandaivilkend

except in the case that the varieties is on the list that the Minister, with the consenCoirihéttee,
have announced as plants deserving promotion for improving the varieties orcis#tieat the plant is
not important to food security, farmers may plant or propagate, in their own fielgkatieetedplant not
over three times the amount obtaingéthai_ PVPA, 1998)

% US Plant Variety Protection Act, Section 113 (Right to Save SeedCrop
Exemption) Except to the extent that such action may constitute an infringamdatsubsections
(3) and (4) of section 111, it shall not infringe any rigbteunder or @erson to saveeed produced by
the person from seed obtained, or descended $emdobtained, by authority of thewner ofthe variety
for seedingourposesanduse suclksaved seed irthe production of a crop for use on tfeem of the
person, or for sale as provided in this section. A Himleesale for other thameproductivepurposes, of
seed produced on a farm either from seed obtained by authority of the owner for seeding purposes, or from
seed produced by descent on such farm from seed obtained by authoritpwhthrefor seeding purposes
shall not constitute an infringement. purchasewho diverts seedfrom such channels teeeding
purposes shall bdeemed tchave noticedindersection 127 that the actions of therchasercconstitute
and infringement. A purchaser who diverts seed from such channels to gaagioges shall bdeemed
to have noticeunder section 127 that the actions of thgurchaserconstitute an infringement.
(US_PVPA, 1980)

® Plant Variety Protection Draft Act. Article 44 (Protected Indigenous Plant
Varieties) Local indigenous plant varietigsrotected undethis Article must be planwarietieswith
the following characteristics: (1having distinct varietal characteristics, (#)ssessing homogeneity of
varietal characteristicSThai PVPA, 1998)

37 Plant Variety Protection Draft Act. Article 47 (Formality of Application)
Applications for protection of local indigenous plant varietes to be filedvith officials according to
the rulesand procedurestipulated in a MinisteriaDecree,with the consent of the Committee. An
application must contain the following items: (Ixme ofplant varietyandimportantcharacteristics of
the variety, (2) history of the plant variety, (3) harvesting seasopagmyear, (4) otheritems as

stipulated in the Ministerial Decre€l’hai PVPA, 1998)

Plant Variety Protection Draft Act. Article 50 (Notice of Opposition) After
having issued the publicatioaccording toArticle 49, any community omperson thinks that the
application for local indigenous plant variety is not consistent with Article 44 or Article 45 may file an
opposition notice with the officials within 9@ayscounting from the publicatiomlate in Article 49.

(Thai PVPA, 1998)
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criminal cases against biopiracy of heiological resources as needed. Furthermore, if
some day a variety ofhai rice happened to be registered under UPOV ted hostile
registered variety under UPOV was essentially derived from the Thai original, there may be
a ground for cancellation of such variéty.

3.3 Convention on Biological Diversity
The Convention on Biological Diversity (CBD) ifounded on two

principles: acceptance thabnservation of biological diversity is the essential target of
Members and promotion of sustainable and equitabée of genetic resources. (Snape,
1996, p. 81) The Conventiorwasfinalized in thel992 Earth Summit Meetingand was
signed by almosall countries in thavorld.** Overone hundred countrighat signed the
Convention have already ratifiéd.

Officially, the objective§’ of the Convention argl) conservation of

biological diversity, (2) sustainablese, (3)fair and equitablesharing of benefits arising
from the use of genetic resourdéés.
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UPOV 1991 Article 14 (Scope ofthe Breeder's Right) (1) (Acts in respect of the
propagating materialfa) Subject to Article 15and Article 16, the following acts irrespect of the
propagating material of the protected variety shall require the authorization lofetider;(i) production

or reproduction (multiplication), (ii) conditioning for the purpose of propagation, @ifering for sale,

(iv) selling or other marketing, (v) exporting, (vimporting, (vii) stockingfor any of the purposes
mentioned in (i) to(vi), above. (b) Théoreedemay make his authorization subject to conditions and
limitations. (2) (Acts in respect of the harvested material)..... (3) (Actssipect of certaiproducts).....

(4) (Possibleadditionalacts).....(5) (Essentially derived and certain other varieties)

(a) The provisions of paragraph (1) to paragraph (4) shall also apply in relation to (i) varieties which are
essentiallyderived from the protectedvariety, where the protectedvariety is not itself an essentially
derived variety, (ii) varieties which are not clearly distinguishablactordancavith Article 7 from the
protected variety and (iii) varieties whose production requires the repeated use of the protected variety.

Backgroundinformation about the Convention on Biological Diversfisesented here is based on a

section of achapterthat the author wrote for a report commissioned by the Thai BioloBesburce
Knowledge and Policy Development Project (BRT) early in 1998. (Tanasugarn et al., 1998)

The delegatewho signedthe Convention orbehalf of Thailand onJune 12, 1992 was MiKasem

Sanidvongse, PermaneBecretary ofScience, Technologgnd Environment.  Arepresentative of the
United State signed the Convention on June 4, 1993.

At the time of this writing,neither the US oiThailand has ratified the Convention onBiological
Diversity. The opponents of the ratification on the i areSenator Jesse Helms (R-N&)dHouse
Majority Leader Robert Dole (R-KSHNnape 1996, p. 82.)

“The US government focuses on the importance of the first two objectives; developing country Parties to
the Convention tend to focus on the last.” (EAP/VLC, 1998, p. 8) This is one oédkenghat the

US has not ratify the Convention.

Convention on Biological Diversity Article 1 (Objectives) The objectives ofhis
Convention, to be pursued atcordancevith its relevantprovisions,arethe conservation of biological
diversity, the sustainable use of its componeamithe fair and equitable sharingof the benefits arising

out of the utilization ofgenetic resources, including by appropriateess togenetic resourceand by
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Taking these objectives imind, the Convention’s principles ofccess$;
technology transfét and technological collaboratifirwould bebuilt upon the principles
of mutual agreement, resulting from negotiation and legal contract.

The Convention on Biological Diversity emphasizes the sovereign right of a
nation to manage itewn biological diversity;® both in the principle sectio and the
section on access to genetic resoldfcas well as in section about science and technology
collaboratior’ The concept of sovereign right needs to be addressed up front in order to
make clear that biological diversity is not common heritagmafikind, i.e.somethingthat
every human-being is entitled to utilize. (Rayanakorn, 1995)

Whereas the Convention accepts shegereign right of a nation tmanage
its own biological diversity, the Conventionestablishes obligations fdvembers to
promote or facilitate’> several activities including access to biologicaisources?

appropriate transfer of relevatgichnologies, taking intaccountall rights over thoseresourcesand to
technologies, and by appropriate funding. (CBD, 1992 - emphasis added)

% Convention on Biological Diversity Article 15 (Access to Genetic
Resources)4. Access where grantedshall be onmutually agreedterms and subject to the
provisions of this Article. (CBD, 1992 - emphasis added)

“% Convention on Biological Diversity Article 16 (Access toand Transfer of
Technology)2. Access to and transfer of technolagferred to inparagraph 1 above to developing
countries shall beprovided and/orfacilitated under fair and most favourable terms, including on
concessional and preferenttermswhere mutually agreed and, where necessary, aecordancavith the
financial mechanism established by Articles 20 and 21. Ircdke oftechnology subject to patents and
other intellectual property rights, such access and transfer shall be provided on terms which recognize and
are consistent with the adequate and effective protection of intellectual property rights. The application of
this paragraph shall be consistent with paragraphs 3, 4 and 5 below. (CBD, 1992 - emphasis added)

4 Convention on Biological Diversity Article 18 (Technical and Scientific
Cooperation) 5. The Contracting Parties shall, subject nmtual agreenent promote the
establishment of jointesearchprogrammesand joint ventures for thedevelopment of technologies
relevant to the objectives of this Convention. (CBD, 1992 - emphasis added)

8 “The roots of the Convention on Biological Diversi¢BD) date tothe 1972 UNConference on the
Human Environment, which first recognized the sovereign right of States to exploit theresmunces
pursuant to their own environmental policies, along with plaeallel responsibility toensure that
activities within their jurisdiction or control do not cause damage to the environment or other States or of
areas beyond the limits of national jurisdiction. (EAP/VLC, 1998, p. 8)

* Convention on Biological Diversity Article 3 (Principle) States have, in
accordance with the Charter thfe United Nationsandthe principles of international law, tlevereign
right to exploit their own resource@ursuanto their own environmentabpolicies andthe responsibility
to ensurethat activities within their jurisdiction or control do ncausedamage tahe environment of
other States or of areas beyond the limits of national jurisdiction. (CBD, 1992 - emphasis added)

% Convention on Biological Diversity Article 15 (Access to Genetic

Resources)l. Recognizing theovereignrights of Statesover their naturalresources the authority

to determine access tgenetic resourca®sts with the national governmeratsd is subject to national

legislation. (CBD, 1992 - emphasis added)

Interestingly, no emphasis on this point is given in sections on access and transfer of tecmblogfy

is section about sharing of information.

%2 Since the Convention on Biological Diversitgspectdhe sovereignty oachcountry, “facilitate” here
means having a transparent procedure for citizens and foreigmergitgst access toiological orgenetic
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promotion of participation fromthe private sector in theccess, collaboration, and
technology transfet, facilitation of information exchangé,and in science and technology
international collaboratior?.

1.

The Convention on Biological Diversity rests on 6 principles as follow:

The principles of faif and equitable sharing of benefits.
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resources. The steps involved in the applicagiotiexamination, as well as conditions for granting or
rejecting an application must lotearly documented.“Facilitate” doesnot mean automaticallgranting
access tdiological or geneticdesourcesvithout a thorough examination. Doing so is consistent with
the principle of “commorheritage of mankind,” which ithe opposite of the principlanderlying the
Convention.

Convention on Biological Diversity Article 15 (Access to Genetic
Resources)2. EachContracting Party shakndeavour tocreateconditionsto facilitate access to
genetic resources foenvironmentally sound uses by other Contracting Padmbsnot to impose
restrictions that run counter to the objectives of this Convention. (CBD, 1992 - emphasis added)
Convention on Biological Diversity Article 16 (Access toand Transfer of
Technology)4. Each Contracting Party shall take legislati@@ministrative or policy measures, as
appropriate, with the aim th#te private sectorfacilitates accesgo, joint developmentnd transfer of
technologyreferred to inparagraph 1 abovier the benefit of both governmentadstitutions and the
private sector of developing countriaad in this regardshall abide by the obligationsincluded in
paragraphs 1, 2 and 3 above. (CBD, 1992 - emphasis added)

Convention on Biological DiversityArticle 17 (Exchange of Information)

1. The Contracting Parties shddicilitate the exchange ofinformation, from all publicly available
sources, relevant to the conservatamu sustainable use of biological diversity, taking imzcount the
special needs of developing countries. (CBD, 1992 - emphasis added)

Convention on Biological Diversity Article 18 (Technical and Scientific
Cooperation) 1. The Contracting Parties sharomote international technicaland scientific
cooperation in thdield of conservationand sustainable use of biological diversitywhere necessary,
through theappropriate internationand national institutions.3. The Conference othe Parties, at its
first meeting, shaldeterminehow to establish a&learing-house mechanism fwomote and facilitate
technical and scientific cooperation. (CBD, 1992 - emphasis added)

In the version of the Convention as translated by the Ministry of Science, Techaokbgynvironment,
the word “fair” was translated to arhai adjective of anoun “justice.” Mostacademicsthink this
translation is incorrect.

Convention on Biological DiversityArticle 1 (Objectives) The objectives ofhis
Convention, to be pursued accordancevith its relevantprovisions,arethe conservation of biological
diversity, the sustainable use of its componantsthe fair and equitablesharingof the benefitsarising
out of the utilization ofgenetic resources, including by appropriateess togenetic resourceand by
appropriate transfer of relevatgtchnologies, taking intaccountall rights over thoseresourcesand to
technologies, and by appropriate fundidrticle 15 (Access toGenetic Resources)7.
EachContracting Party shall take legislative, administrative or policy measures, as apprapdaite,
accordance with Articles 16 and 19 and, where necessary, through the financial mechanism established by
Articles 20 and 21with the aim of sharing in_&air and equitableway the results ofresearch and
development and the benefits arising from the commeaaidbther utilization of geneticesourcewith
the Contracting Party providing suclsources. Such sharing shall be upon mutualigreedterms
Article 19 (Handling of Biotechnology and Distribution of its Benefits) 2.
EachContracting Party shall take gitacticable measures fromoteand advanceriority access on a
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2. Theuse ofmutually agreeable terms in the accesg@feticresources and in the
access of research restifts.

3. The use of prior informed cons&rin the access of genetic resourtes.
4. The use of most favorable terms in the access and transfer of tectiology.

5. The protection of intellectugbroperty, especially in the access arichnsfer of
technology’*

fair andequitablebasisby Contracting Parties, especially developing countries, to the reswltsenefits
arising from biotechnologielsasedupon genetigesourcegprovided bythose Contracting Parties. Such
access shall be on mutually agreed terms. (CBD, 1992 - emphasis added)

® Convention on Biological Diversity Article 15 (Access to Genetic
Resources)4. Access,where grantedshall be on mutually agreedterms and subject to the
provisions of this Article. (CBD, 1992 - emphasis added)

% Convention on Biological Diversity Article 15 (Access to Genetic
Resources)7. EachContracting Party shall take legislative, administrative or policy measures, as
appropriate,and in accordancwith Articles 16 and 19 and, where necessarthrough thefinancial
mechanism established by Articles 88d 21with the aim of sharing in &air and equitable way the
results of research and development and the benefits arising from the comamefoihler utilization of
genetic resourcewith the Contracting Party providing sucasources. Such sharing shall be upon
mutually agreederms Article 19 (Handling of Biotechnology and Distribution

of its Benefits) 2. EachContracting Party shall take ghracticable measures faromote and

advancepriority access on a faiand equitable basis by Contracting Parties, especialigveloping

countries, to the results and benefits arising from biotechnolbgseiupon genetigesourcegprovided

by those Contracting Parties. Suatcesshall beon mutually agreedterms (CBD, 1992 - emphasis

added)

In the Ministry of Science, Technolognd Energy’s translation of th&onvention onBiological

Diversity, “prior informed consent” is translated &lvancedone-sidedagreement,iwith a connotation

that the only option available to owner of biologieald genetic resources is @low full access to the

resource. Here weemphasizethat even if the owner of the resource is informed iradvance of the
intention to access the resource, the access cannot take place untesedtgives his consent, usually
for a fair return.

2 Convention on Biological Diversity Article 15 (Access to Genetic
Resources)5. Access to genetic resourceall be subject tqorior informed consentof the
Contracting Party providing sualesourcesunless otherwiseletermined bythat Party. (CBD, 1992 -
emphasis added)

8 Convention on Biological DiversityArticle 16 (Access To and Transfer Of
Technology)2. Access to and transfer of technolagferred to inparagraph 1 above to developing
countries shall beorovided and/orfacilitated under fair and most favourable terms, including on
concessional and preferenttarmswheremutually agreedand, where necessary, atcordancavith the
financial mechanism established by Articles 20 and 21. Ircdke oftechnology subject to patents and
other intellectual property rights, such access and transfer shall be provided on terms which recognize and
are consistent with the adequate and effective protection of intellectual property rights. The application of
this paragraph shall be consistent with paragraphs 3, 4 and 5 below. (CBD, 1992 - emphasis added)

¢ Convention on Biological Diversity Article 16 (Access toand Transfer of
Technology)2. Access to and transfer of technology referred to in paragraph 1 abdeeetoping
countries shall berovided and/orfacilitated under fair and most favourable terms, including on
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6.

The concerns for biosafety.

Based on these 6 principles, the Convention on Biological Diversity sets out

conditions and guidelines in three areas of activity:

1.

Technology transfer’® information exchang¥, science and technology
collaboratior?? and access to research restilts.
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concessional and preferenttarmswheremutually agreedand, where necessary, atcordancavith the
financial mechanism established by Articles 20 and 21. Ircdke oftechnology subject to patents and
other intellectual property rights, such access and transfer shall be provided on terniecehitizeand
areconsistentith the adequatendeffectiveprotectionof intellectualpropertyrights. The application of
this paragraph shall be consistent witiragraphs 3, 4nd 5below. 3. EachContracting Party shall
take legislative, administrative or policy measures, as appropriate, with the aim that Contracting Parties,
in particularthose thatare developingcountries, whichprovide genetic resource@se provided access to
andtransfer oftechnology which makes use of thossources, ommutually agreedterms, including
technologyprotected bypatentsand other intellectual property rights where necessaryhrough the
provisions of Articles 20 and 21 and in accordawith international lawand consistent withparagraphs

4 and 5 below5. The Contracting Parties, recognizing that patentsotherintellectualpropertyrights
may have an influence on the implementation of this Convention, cigglerate irthis regardsubject
to national legislation and international law drder to ensurethat suchrights are supportiveof anddo
not run counterto its objectives (CBD, 1992 - emphasis added)

Convention on Biological DiversityArticle 19 (Handling of Biotechnology

and Distribution of its Benefits) 3. The Parties shall consider theedfor andmodalities of

a protocol setting out appropriate procedures, including, in particular, advance informed agreement, in the
field of thesafetransfe, handlinganduseof any living modified organism resulting from biotechnology

that mayhaveadverse effect othe conservatiomndsustainable use of biological diversity. 4.Each
Contracting Party shalldirectly or by requiringany natural or legal persouander its jurisdiction
providing the organisms referred to in paragraph 3 above, provide any available information about the use
andsafetyregulationsrequired bythat Contracting Party in handling such organisms, as well as any
available information on the potential adverseimpact of the specific organismsoncerned to the
Contracting Party into which those organisms are to be introduced. (CBD, 1992 - emphasis added)

Convention on Biological Diversity Article 16 (Access toand Transfer of
Technology) especially in 3. EachContracting Party shall take legislative, administrative or
policy measures, as appropriate, with the aim that Contracting Partiggrtioular those that are
developingcountries, whichprovide genetic resourcese providedaccesdo andtransferof technology
which makes use of those resources, on mutually agreed terms, including technology protected by patents
andotherintellectualpropertyrights where necessary, through the provisions of Articlear#021 and

in accordancewith international lawand consistent withparagraphs 4and 5 below. (CBD, 1992 -
emphasis added)

Convention on Biological DiversityArticle 17 (Exchange of Information)

1. The Contracting Parties shddicilitate the exchange ofinformation, from all publicly available
sources, relevant to the conservatamd sustainable use of biological diversity, taking imzcount the
special needs of developing countrizsSuch exchange of information shailtlude exchange afesults

of technical, scientifiandsocio-economic research, a®ll as information ortraining and surveying
programmesgpecializedknowledge indigenousandtraditionalknowledge as suchand in combination
with the technologieseferred to inArticle 16, paragraph 1. Itshall also, where feasible, include
repatriation of information. (CBD, 1992 - emphasis added)
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2. International collaborations in research and developffient.

3. Benefit-sharing with mutual agreement on fair and equitable terms

% Convention on Biological Diversity Article 18 (Technological and
Scientific Cooperation)4. The Contracting Parties shall, in accordance with national legislation
and policies, encourage and develop methods of cooperation for the develapthesg of technologies,
including indigenous and traditional technologies, in pursuance of the objectives of this Convention. For
this purpose, the Contracting Parties shall also prorootgeration in the training of personnel and
exchange of experts. (CBD, 1992 - emphasis added)

% Convention on Biological DiversityArticle 19 (Handling of Biotechnology
and Distribution of its Benefits) 2. EachContracting Party shall take afiracticable
measures to promotnd advanceriority accesson a fairand equitablebasis by Contracting Parties,
especially developingountries,to_the results and benefits arising from biotechnologiebasedupon
genetic resources provided by those Contracting Parties. &gelshall be on mutuallagreedterms.
(CBD, 1992 - emphasis added)

" Convention on Biological Diversity Article 15 (Access to Genetic
Resources)s. EachContracting Party shattndeavour to develognd carryout scientific research
based on genetic resources provided by other Contra&irtigswith the full participationof, andwhere
possible in, such Contracting PartiesArticle 18 (Technical and Scientific
Cooperation) 2. EachContracting Party shall promotechnicaland scientific cooperatiorwith
other Contracting Parties, iparticular developingountries, in implementing this Conventiointer
alia, through the development and implementation of national policies. In promotingcapration,
special attention should be giventhe developmenandstrengthenin@f nationalcapabilities by means
of humanresourceslevelopmenandinstitution building. 4. The Contracting Parties shall, ancordance
with national legislation and policies, encourage and develop methods of cooperattndevelopment
anduseof technologiesincluding indigenous and traditional technologiespumsuance ofhe objectives
of this Convention. For this purpose, the Contracting Parties shall also proougeration in the
training of personnelnd exchange ofexperts.5. The Contracting Parties shall, subject to mutual
agreement, promote the establishment jaht researchprogrammesand joint ventures for the
development of technologies relevant tothe objectives of this ConventionArticle 19
(Handling of Biotechnology and Distribution of its Benefits) 1. Each
Contracting Party shall take legislative, administrative or policy measures, as appropneteide for
the effectiveparticipationin biotechnologicakesearchactivities by those Contracting Partiespecially
developingcountries, whichprovidethe genetiaesources fosuchresearchandwherefeasiblein such
Contracting Parties. (CBD, 1992 - emphasis added)

* Convention on Biological Diversity Article 1 (Objectives)The objectives of this
Convention, to be pursued accordancevith its relevantprovisions,arethe conservation of biological
diversity, the sustainable use of its componanitsthe fair and equitablesharingof the benefitsarising
out of the utilization ofgenetic resources, including by appropriateess togenetic resourceand by
appropriate transfer of relevatgichnologies, taking intaccountall rights over thoseresourcesand to
technologies, and by appropriate fundidyrticle 15 (Access toGenetic Resources)7.
EachContracting Party shall take legislative, administrative or policy measures, as apprapdaite,
accordance with Articles 16 and 19 and, where necessary, through the financial mechanism established by

Articles 20 and 21with the aimof sharingin a fair and equitableway the results of researchand
developmenandthe benefitsarising from the commerciandother utilization of geneticesourcewith

the Contracting Party providing suechsources. Such sharing shall be upon mutualigreedterms.
Article 19. Handling of Biotechnologyand Distribution of its Benefits Article 19 (Handling
of Biotechnology and Distribution of its Benefits)2. EachContracting Party shall
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In short,the Convention on Biological Diversity utilizes the mechanism of
legal contract tospemfy roles and responsibility dfie party requesting access and the
owner(s) of biological and genetic resources. Bargaining power depends on how badly the
requesting party need to access tbsource, whathe partyhas togive in return, prior
technological capability of theesourceowner, the experience of the negotiators and
licensing specialistsgtc. The domestidaws of each Membercountry, in addition to
honoring the Convention, often definerenimum set of terms to be included in an access
agreement and establish system of performance monitorinpr the access and
collaboration activities.

Since Thailandhas notratified theConvention,there is not muclbasis to
consider for protecting hai interests in the case dasmati. Even if Thailand had ratified
the Convention, it may help Thailand only slightly, if not at all. An exception would be the
geneticresourcecatalogand related information (to lmllected to protect thenterests of
Thailand) may help in the process of showing the local existence of Jasmind oigether
with other pieces of evidence, thisay help reject theovelty of an invention or a plant
variety. In additionafter Thailand ratifies the Convention on Biologi€abersity, the
Kingdome needs t@nact at least a specidw as a framework for unifornmaterial
transfer and collaboration agreementsThai businessman, researcherand local
communities can refer tilis law whendealing withforeigners who want taccess and
transfer Thai biological and genetic resources.

take all practicable measures faromote and advancepriority access on dair_and equitablebasis by
Contracting Parties, especiallgeveloping countries, to the result@nd benefits arising from
biotechnologies based upon genetic resources provided by those Contracting Partiasc&asshall be
on mutually agreederms.(CBD, 1992 - emphasis added)
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3.4 Trademark and Unfair Competition

Trademark Summary

JASMIN RICE Use and registering Jasmine
TAMDA PHUOC LOC THO BRAND OF 100% JASMINE RICE  1IC€ using the mark "Jasmine

N _ _ Rice” or similar marks for
Jasmin Rice Extra Super Quality Gao Thom “Hai Con Ket” Doubleggme time by importers

Parrot Brand
PREMIUM LONG GRAIN AROMATIC JASMINE RICE
ARROZ JASMINA

THAI JASMINE RICE Many examples of _
THAI JASMINE RICE & GAOTHOM ANGKOR WAT trademarks using “Thai
Jasmine Rice”. Thericeis

MILAGROSA GAO THOM THUONG HANG JASMINE RICE Thailand.
THAI KING RICE PRODUCT OF THAILAND MOOT LAY
HWANG MY TIE GWO

GOLDEN ELEPHANT FRAGRANT RICE Example of the use of
“Fragrance Rice”
GAO THOM LANG HUONG Foreign language words

which translate to Jasmine

Rice King (plus foreign language characters) fice of aromatic rice

Herdsman Brand (plus foreign language characters)
PENGUIN MILAGROSA
YAAS

Table 3-3: Summary of the Pattern Found in Trademarks Registered in
USA by Jasmine Rice Importers.

Please note that, from Tableable 2-8 JASMIN RICE and THAI JASMINE RICE
are registered trademark the State of Oregon. Normally, puralgscriptive phrases
like JASMINE RICE are notegistrableunderThai and US trademarkaws. Source:
Summary of data presented in Table 2-8.

In a narrow sensdyademarks ardimited to words and symbols used to
identify and distinguishgoods. Broadly,trademarks arewvords, slogans, designs,
pictures, etc. that enable consumers to distinguish between different “brands” of goods and
services withoutonfusion. In this broadense trademarks include thearrow sense of
trademarksplus service marks, collective marks, certification marks, trade names, and
trade dress. (McCarthy, 1995 ocieties have decided to bear tost of establishing and
maintaining trademark systems because:

The importance ofrademarklies in specifying the quality of goods. In thbsence of a
trademark system, or if the trademark systdmesnot work, consumers will not bable
to distinguish between goods of superior quaditglgoods of inferior qualityleading to
the collapse of reputablausinesses.Aside from protecting consumersrademarksalso
stimulateproducers tamaintain the quality of their goodand toinvest inresearch and
development in order to improve their quality. (Benko, 1987; Klein and Leffler., 1981)
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Trademark Summary
Doguet-Dishman applied for trademark registration on “Jasmine” in 1990 but
HINODE ROYAL later abandonedRiceTec tried taregister “Jasmine USA” in 199But also
JASMINE abandoned itater. In 1994, USPTAssued atrademark “HinodeRoyal
Jasmine” to Ricegrowers Association of California.
JASMATI RiceTec unsuccessfully applied fomdemarkregistration of “Jasmati” and
JASMATICA “Jasmatica” in 1990. Prior to that,RiceTec applied fortrademark on

“Jasmatica’and it isstill pending. FurtherRiceTec applied fotrademark
registration on Jasmati again and got the trademark on November 30, 1993.

BASMATI RiceTec appliedfor trademarkprotection for“Bazmati’, “Basmatica” and
“Basmati USA” in 1990, 1990 and 1992 but not successful yet.

KASMATI RiceTec received a trademark on Kasmati in 1996.

TEXMATI Farms of Texas Co. unsuccessfully tried to obtain a trademark on Texmati in

1986. Later, RiceTec tried toregister it again in 1993%ut also failed.
Lastly, RiceTec tried again in 1994 and receive trademark later that year.

FLAVORED BY NATURE RiceTec registered a US trademarkli®96. No mention of Jasmin&e on
CHEF'S ORIGINALS the container or packaging.

Table 3-4: Examples of Jasmine Rice D&demarks Being Registered
by Importers.

Source: Summarized from Table 2-9.

Minimum protection level of trademark &pecified byTRIPs/? based on
Paris Conventioi® Other nations are in the process of updating theis tocomply with

2 TRIPs SECTION 2 (TRADEMARKS) Article 15 (Protectable Subject
Matter) 1. Any sign, or any combination of signs, capable of distinguishingytioels or services of
one undertakingfrom those of other undertakings, shall d@pable ofconstituting atrademark. Such
signs, in particular words including personal names, letters, numerals, figurative elements and
combinations of colours as well as any combination of such signs, shall be digibégistration as
trademarks. Whersignsare not inherentlycapable ofdistinguishing therelevant goods or services,
Members may make registrability depend on distinctiveness acquired through use. MembeEguiray
as a condition of registration, that signs be visually perceptibleParagraph 1 abovghall not be
understood to prevent a Member from denying registration of a trademark on other gooawidedthat
they do notderogatefrom the provisions of the Paris Convention (19678. Members maymake
registrability depend oruse. However, actual use of teademarkshall not be a conditiofor filing an
application for registration. An application shall notrb&isedsolely on thegroundthat intended use
has not takemlace beforehe expiry of aperiod of three yearsom the date ofapplication. 4. The
nature of the goods or services to which a trademark is to be applied shaltasafiorm an obstacle to
registration of the trademarks. Members shall publiskeach trademarkitherbefore it is registered or
promptly after it is registerednd shall afford a reasonableopportunity for petitions to cancel the
registration. Inaddition, Membersnay afford anopportunity for the registration of ttademark to be
opposed. Article 16 (Rights Conferred) 1. The owner of aegistered trademarshall have
the exclusive right to preveatl third partiesnot having his consent from using in tbeurse oftrade
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73

identical or similar signs for goods or services which are identical or similar to thosspact of which
the trademark is registered where such use would result in a likelihood of confusion. In case of the use of
an identical sign for identical goods or services, a likelihood of confusion shpiebemed. Theghts
describedabove shall not prejudiceany existing prior rights, nor shall thegffect the possibility of

Members making rights available on the basis of uge. Article 6”° of the Paris ConventioflL967)

shall apply, mutatis mutandis, to services. détermining whether tademark iswell-known, account
shall be taken of the knowledge of the trademark in the relevant sector of the public, inkhaviterge

in that Memberobtained as @esult of the promotion of thtkademark. 3. Article 6IDIS of the Paris
Convention (1967) shall apply, mutatis mutandis, to goods or services arkinbt similar to those in
respect of which a trademark is registered, provided that use of that trademark in relation to those goods or
services would indicate a connection betwéanse goods or serviceand the owner of the registered
trademark and provided that the interests of the owner of the registered tradestiiegly to be damaged
by such use.Article 17 (Exceptions)Members mayprovidelimited exceptions to the rights
conferred by a trademark, such as fair use of descriptive terms, provided that such exceptmtotzke
of the legitimate interests of th@wner of the trademark and ofhird parties. Article 1§Term of
Protection) Initial registration, and each renewal of registration, tefd@markshall be for a term of no
less than seven years. The registration sdemarkshall berenewableindefinitely. Article 19
(Requirement of Use) 1If use isrequired tomaintain a registration, the registration may be
cancelled only after an uninterrupted period ofeafstthree years ohon-use, unlessgalid reasondased
on the existence of obstacles to such aeshown by thetrademarkowner. Circumstances arising
independently othe will of the owner ofthe trademarkwhich constitute an obstacle to the use of the
trademark,such as import restrictions on or other governmegjuirements for goods aervices
protected bythe trademarkshall berecognized avalid reasons fonon-use. 2. When subject to the
control of its owner, use of a trademark by another person shall be recognized as useadémiark for
the purpose of maintaining the registratioArticle 20 (Other Requirements) The use of a
trademark inthe course oftradeshall not be unjustifiablyencumbered bygpecial requirements, such as
use withanother trademarkyse in a special form or use in a manner detrimentdistcapability to
distinguish thegoods or services of onedertakingfrom those of other undertakings. Thisll not
preclude a requiremeprescribing the use of theademarkidentifying the undertaking producing the
goods or services along with, but without linking it to, treslemarkdistinguishing the specifigoods

or services in question dhat undertaking. Article 21 (Licensing and Assignment)
Members maydetermineconditions on the licensingndassignment ofrademarks, itbeing understood
that the compulsory licensing tademarksshall not bepermittedand that the owner of aregistered
trademarkshall havethe right to assign hirademarkwith or without thetransfer ofthe business to
which the trademark belongs. (TRIPs, 1992)

Paris Convention for the Protection bfdustrial Property: Article 6 (Conditions dRegistration;
Independence dProtection of Same Mark iDifferent Countries), Article gis (Well-Known Marks),
Article 6" (Prohibitions concerning State Emblems,Official Hallmarks, and Emblems of
Intergovernmental Organizations), ArticlgL@ter(Assignment of Marks), Article%JianieS(Protection
of Marks Registered in One Country of the Union in the Other Countries of the Union), Aﬁ%-@%

(Service Marks), Article §ept'es(Registration in theName of the Agent or Representative of the
Proprietor Without the Latter's Authorization), Article (Rature ofthe Goods towhich the Mark is

Applied), Article P'S (Collective Marks), Article 9 (Seizure, on Importation, etc.Gafods Unlawfully
Bearing aMark or Trade Name), Article 10 (Seizure, on Importation, etc.,@Gfods BearingFalse

Indications as to their Source or the Identity of the Producer), Artia'é {Onfair Competition), Article

10t (Remedies, Right to Sue), Article 11 (Temporary Protection at Certain International Exhibitions)

Dr. Lerson Tanasugarn



The Jasmain Rice Crisis: A Thai Perspective. 49

TRIPs. Unfortunately, few Thai exporters are fully aware of the implications. No exporter
has ever taken any action to prevent importers in foreign countries from securing protection
for trademarks that originated in Thailand.

In Westerncountries,trademarkowners are constantly afraid that their
trademarks will beused by others tanean a collectiveclass of goodglike FAB for
detergents or XEROXor photocopying)until their trademarks lose distinctiveness and
become generic. Trademark owners are usually advised to usménks as brand names
or as adjectives, instead of nouns or veragample ard~AB brand of laundry detergents
and XEROX brand of photocopying technologies.

Thailand has many questionsanswer.ExamplesHow may Jasmingice
be protected to Thailand’s advantage unttex trademark law of Thailand’'s trading
partners? How can Thailandshow that the termJasminerice has notbecome generic?
How can Thailand show that Jasmine rice has the status of “well-known mark”?

Theoretically, trademark protection can be considered as part of a system for
the prevention of unfair competitiorf-or examplewithin the allowedoppositionperiod,
the demonstration that Jasmati confuses consumers into belieatripe rice is @rogeny
of Jasminerice and Basmatirice, when infact Jasmatibears virtually nogenetic
relationship to Jasmingce, could provide aground for cancellation of therademark.
Exactly how the judicialprocess shoulgroceedwould depend otthe law of the trading
partner. For example, there is a possibility for civil action in the United Sfates.

US trademark laW specifies conditions and duration foancellation of a
trademark, like Jasmati, as follo%¥:

“ US Trademark Act 81125 (False Designations of Origin, False
Descriptions, and Dilution Forbidden) (a) Civil action (1) Any personwho, on or in
connection with anygoods or services, or any container for goods, usesrmmerceany word, term,
name, symbol, odevice, orany combination thereof, or any false designationonfjin, false or
misleading description of fact, or false or misleading representation of fact, which - (A) is likedyde
confusion, or tocausemistake, or todeceive as tahe affiliation, connection, or association siich
person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or
commercial activities by another person,(By in commercial advertising geromotion, misrepresents
the nature, characteristics, qualities, or geographic origin of his or her or another person's goods, services,
or commercial activities, shall be liable in a civil action by any person who believes that he or she is or
is likely to be damaged by such act. (2) ésed inthis subsection, the term "any persamtludes any
State, instrumentality of a State or employee of a State or instrumentality of a State acting in his or her
official capacity. Any Stateandany such instrumentalityofficer, or employeeshall be subject to the
provisions of this chapter in the same manner and to the same extent as any nongovernmental entity.

s Federal Trademarkct of 1946 (Lanham Act), 15USC § 1051-1127 This law wasamed afterFritz
Garland Lanham (1880-1965) a lawyer from Texas, who became a Democrat Representative from 1919 to
1947. (McCarthy, 1995)

* US Trademark Act 81064 (Cancellation of Registration) A petition to cancel a

registration of a mark, stating the grounds relied upon, may, upon paymentméshabedee, befiled

as follows by any person who believes that he is or will be damaged by the registration of a mark on the
principal register established by this chapter, ...Within five yearsfrom the dateof the registrationof

the mark under this chapter, ..., (3) At any time if tbgisterednark becomes thgeneric name for the

goods or services, or portion thereof, for which it isregistered, orhas beenabandoned, or its
registration wasobtained fraudulently or contrary tthe provisions of section 1054 of this title
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within 5 years after issue of trademark

at anytime themark hasbecomegeneric, or is abandoned, aotained registration in
bad faith, orthe mark is in the exceptidist,”” e.g. being against public moraletc.
which unfortunately, are not directly related to the Jasmati issue.

7

(collective marks or certification marks) or of subsections (a), (b), or (c) of section 1052 of this title for a
registration under this chapter. .... (US_TM, 1988 - emphasis added)

The exceptions in §1064 are the first three items in §1052. Please note that the excégjiontich
should be relevant to Jasmine rice, are only applicable in the examination procedurethefeetemark

is granted, an opposition has to rely on the tinsteexceptions. US Trademark Act §1052

No trade-mark by which the goods of the applicant may be distinguished from the goods oflmhlers

be refusedegistration on the principal register ancount ofits natureunless it -(a) Consists of or
comprises immoral, deceptive, or scandalous matter; or matter whicklispayage ofalsely suggest a
connection with persondiving or dead,institutions, beliefs, or national symbols, or bring themo
contempt, or disrepute; or a geographical indication which, when used on or in connection with wines or
spirits, identifies a placether than the origin of thgoodsand isfirst used on or inconnectionwith

wines or spirits by the applicant on after oneyear afterthe date onwhich theWTO Agreement (as
defined in section 3501(9) of title 19) enters into force with respect to the United Hit&onsists of

or comprises the flag or coat of arms or other insignia of Uh&ed States, or of any State or
municipality, or of any foreign nation, or any simulation thero). Consists of or comprises a name,
portrait, or signature identifying a particular living individual except by his written consent, or the name,
signature, or portrait of deceasedPresident of théJnited Statesduring the life of his widow, if any,
except by the written consent of the wido(d) Consists of or comprises a mark which so resembles a
mark registered in the Patent and Trademark Office, or a mark or trade name previously usebhitedhe
States by another and natbandoned, as to bi&ely, whenused on or inconnection with thegoods of

the applicant, to cause confusion, or to cause mistake, or to deceive: Provided, That if the Commissioner
determines that confusion, mistake daception isnot likely to result from theontinueduse bymore

than one person of the same or similar marks under conditions and limitations asmlénher place of

use of the marks or the goods on or in connectidth which such marksare used, concurrent
registrations may be issued to such persons when they have become entitled to use such marks as a result
of their concurrent lawful use in commerce prior to (1) the earliest of the filites ofthe applications
pending or of any registration issuadderthis chapter; (20July 5, 1947, in thecase ofregistrations
previously issued under the Act of March 3, 1881, or February 20, 1905, and continuingfancéuthnd

effect onthat date; or(3) July 5, 1947, in thease ofapplicationsfiled underthe Act of February 20,
1905, andregistered afteduly 5, 1947. Use prior to the filindate ofany pending application or a
registration shall not be required when the owner of such application or registration consentgraotthe

of a concurrentregistration to the applicant. Concurrent registrations may alsisdoed by the
Commissioner when a court of competent jurisdiction has firdgtgrminedhat more than onperson

is entitled to use the same or similar markscommerce. Inissuing concurrentregistrations, the
Commissioner shall prescribe conditicard limitations as to thenode or place ofise of the mark or

the goods on or in connectionith which such mark igegistered tothe respectivepersons. (€)
Consists of a mark which (1) whessed on or inconnection with thejoods of the applicant isierely
descriptive or deceptively misdescriptive tbbm, (2) whenused on or inconnection with theyoods of

the applicant is primarily geographically descriptive of them, except as indications of regional origin may
be registrable under section 1054 of ttike, (3) whenused on or inconnection with theyoods of the
applicant is primarily geographicallyeceptively misdescriptive ahem, or(4) is primarily merely a
surname. (f) Except as expressixcluded inparagraphga), (b), (c),(d), and (€)(3) ofthis section,
nothing in this chapter shall prevent the registration of a masekl bythe applicant which halsecome
distinctive of the applicant's goods in commerce. The Commissioneraotapt agprima facie evidence

that the mark havecomedistinctive, asused on or inconnection with the applicant'goods in
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Since the Jasmati trademanlas registered on Novembe30, 1993, the
opposition period should end just before November 30, 1998. As the reader is reading this
review, the opposition period will have already expired andghbuld be gublic record
what route of actions the Thai Government and the Thai private sector have taken.

3.5 Well-known Mark

According to TRIPs/® if a trademark is quitevell-known, it can be
qualified as awell-known mark and affordadditional protections stipulated in tiRaris
Convention’?

Currently in Thailand, the Department of IntellectRabperty is assembling
a database of laws and practices among APEC countries with regard to well+kiaokan

commerce, proof ofubstantially exclusivandcontinuous usdhereof as anark by the applicant in
commerce fothe five years beforghe date onwhich the claim of distinctiveness imade.Nothing in
this section shall prevent the registration of a mark which, when used on or in connection withdfe
of the applicant, is primarily geographicalieceptively misdescriptive ofhem, and which became
distinctive of the applicant's goods in commerce before December 8, 1993. (US_TM, 1988)

® TRIPs Article 16 (Rights Conferred) 1.  The owner of a registered trademark shalle
the exclusive right to preveatl third partiesnot having his consent from using in tbeurse oftrade
identical or similar signs for goods or services which are identical or similar to thosspact of which
the trademark is registered where such use would result in a likelihood of confusion. In case of the use of
an identical sign for identical goods or services, a likelihood of confusion shpiebemed. Theghts
describecabove shall not prejudiceany existing prior rights, nor shall theyffect the possibility of
Members making rightavailable on the basis aofse. 2. Article 6bis of the Paris Conventi¢i967)
shall apply, mutatis mutandis, to services. datermining whether &lademark iswell-known, account
shall be taken of thienowledgeof the trademarkin the relevantsectorof the public, including knowledge
in_that Memberobtainedas a result of the promotion of the trademark 3. Article 6bis of the Paris
Convention (1967) shall apply, mutatis mutandis, to goods or services ariobt similar to those in
respect of which a trademark is registered, provided that use of that trademark in relation to those goods or
services would indicate eonnectionbetweenthose goods or serviceand the owner of the registered
trademark and provided that the interests of the owner of the registered tradestiidly to be damaged
by such use. (TRIPs, 1992 - emphasis added)

bis

 Paris Convention (1967) Article 6 (Marks: Well-Kknown Marks) (1) The
countries of the Uniorundertake, exofficio if their legislation so permits, or at thequest of an
interestedparty, torefuse or to canceéhe registrationand to prohibit the use, of @rademarkwhich
constitutes a reproduction, an imitation, or a translation, liablereateconfusion, of a markonsidered
by the competent authority of the country of registration or use twdliieknown in_that country as
being alreadythe mark of a person entitled to the benefitshi§ Conventionand usedor identical or
similar goods Theseprovisions shall also apply when the essential part of the mark constitutes a
reproduction ofany such well-known mark or an imitatidiable to createconfusiontherewith. (2) A
period of at least five years from the date of registration shall be allowed for requesting the cancellation of
such a mark. The countries of the Union npagvide for aperiodwithin which the prohibition of use
must be requested. (3) No time limit shall foed for requestinghe cancellation or thprohibition of
the use of marks registered or used in bad faith. (Paris_Convention, 1984 - emphasis added)
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In Thailand’s Trademark Act of 1991, well-known markseive aspecial, cross-category
protection®®

In the UnitedStates, Congress passbd Federal Trademark Dilution Act
in 1995. The Act amends the US Trademark Law to provide protectam“famous”
marks. In considering whether a mark is famous, the Act provides a non-exhaustive list of
factors the court may consider:

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the durationandextent of use of the mark in connection with gads or servicewith which thd
mark is used;

(C) the duration and extent of advertising and publicity of the mark;
(D) the geographical extent of the trading area in which the mark is used;
(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trade areas and channels of trade used by trevrrearks
and the person against whom the injunction is sought;

(G) the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark is federally registered.

Table 3-5:  Factors for Determining If a Mark is Famous

Source: US Trademark Dilution Act (Kirkpatrick and Klein, 1996; Sommers, 1996)

The famous mark owneran obtain injunctive relief againgtlution, which
is defined as “théessening othe capacity of damous mark to identify and distinguish
goods or services. Dilution consists of‘blurring” and “tarnishment,” (McCarthy]995)
which are defined and exemplified as follow: (Sommers, 1996)

Classic blurringwould occur if aBoston restauranises TIFFANY as its name.Even
though customers would not likely confuse TIFFANY tlestauraniwvith TIFFANY the
upscale Newyork jeweler, theuniqueanddistinctive link betweenthe word TIFFANY
and the New York jeweler would be weakened.

Tarnishment, on the othéand, would take place, fexample, when a posteompany
sells a poster in a script similar to the Coca-Ciélemark,proclaiming: ENJOY
COCAINE. According to the court granting Coca-Cadéief under adilution theory of

® Trademark Act of 1991 Article 8 (Exclusion List) Trademarksonsisting of any of
these characteristics cannot be registered: ... (11) Marks identical to a well-known mark or so similar that
they maycausepublic confusion in the ownership or origin of goodsether oot the well-known
mark has been registered. (Thai-TM, 1991)
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tarnishment*{P}aintiff's goodwill and business reputatioare likely to suffer in the
eyes of thosavho, believing it is responsibler the defendant'sposter, will refuse to
deal with a company which could seek commercial advantage by treatamgerousirug
in such a jocular fashion.”

Interestingly, whether or not a mark is federally registeredeasely one of
the suggested factors to be considered to establish whether a mark is famous. Nevertheless,
showing the distinctness may require a lot of work. If Thailand is willing to go through the
ordeal of showing that Jasminerice is afamous mark,there exists some possibility,
however slight, that a US courtay decide in hefavor. Howlong the ordeal mayake,
how much it may cost, and the probability of winning (or losing) the case would depend on
manyfactors,including the legahdvisor used. A thoroughvestigation on this (and all
other options) should be conducted before a strategic decision is made.

3.6 Certification Mark

Certificationmarksare in dailyuse inThailand and Thailand’s Trademark
Act of 1991 has @pecialprovision for thistype of mark®* So doeshe US Trademark
law.2? Although it is probably too late to consider this optiontfe Jasmattase,the use
of certification marks is an interesting long-term option.

In the third quarter 01998, Thai Government officials stateithat Thailand
had appliedor some Jasmingce certificationmarks in foreign countries.Although the
author has not seg¢he marks,the wording in one othemwas reported as “Khao Hom
Mali Thai,” which means “Thai Jasmine Rice.” Since virtually nobody outsidéafand
is familiar with the new mark, thismeasureshould belong tahe long-termstrategy.
Surely, Thailand will have tase aggressivpublic relation campaigns to promote the use
and acceptance of such certification mark.

Oneway of Jasmine&ice promotionthat theauthor and other participants
suggested, in brainstorming session following \adeo teleconference with US experts
supported by USIS in Bangkok on October 9, 1998, is for the Ministry of Commerce, with
the help of the Tourism Authority of Thailand, Rice Export Association of Thailand, etc. to
hold “Rice Tasting Parties” at strategic locatiovrldwide. Participants can sampléhai
delicious dishes, along with samples of steamed rice, the varieties of avhichmarked.
Once themost delicious variety afice hasbeen selectedhe varieties areevealed. This
soundslike a good opportunity tadvertisetourism, Thai food, and Thai culture, along
with Jasmine rice.

8 Trademark Act of 1991 Article 4 (Certification Mark) “Certification Marks” means
marks that the owner of the marks use or will usendigation to or connection witjoods or services
of other persons for certifying about appellationoafjin, composition,method of production, quality,
or any other characteristics of the goods, or for certifying about the condition, quality, kind, @heny
characteristics of the services. (Thai-TM, 1991)

8 US Trademark Act 81127 The term “certificatiormark” means anyvord, name, symbol, or
device, or any combination thereof - (1) used by a person other than its owner, or (2) which its owner has
a bona fideintention to permit a person other than thener touse.... to certify regional orother
origin, material, mode of manufacturer, quali#gcuracy, oother characteristics ofuch person’gjoods
or services... (US_TM, 1988)
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3.7 Geographical Indication

Geographical indication is different from other regimes imtllectual
property protection in that so far different countries or regions fane differentsystems
of protection with respect tdefinitions, scope of protection, atfte historicalorigins of
such systems. Foexample,the Germansystem evolved from consumer protection
concerns whildhe USsystem evolved fronthe prevention of unfair competitiogCU,
1996)

Before the establishment of the World Trade Organization, there exist three
international agreements related to geographical indicati®aris Convention for the
Protection of IndustriaProperty, Madrid Agreementfor the Repression of False or
Deceptivelndications of Source ooods, and LisbonAgreementfor the Protection of
Appellation of Origin and their International Registration. Here we will try to compare the
principles in thesaystems, tsee whether Jasmimee can beconsidered a geographical
indication.

Paris Convention, designed pootect industriaproperties, is based on the
principle of national treatment. Indication edurce orappellation of origif? is protected
both as industrial property and as measure against unfair comp#tition.

Madrid Agreemenfor the Repression of False @eceptivelndications of
Source on Goods serves as a special augmentation to Paris Convention, so it is also based
on the principle of national treatment. The scope of rights under Madrid Agreement is quite
broad, covering any indication afourcerelated to the sale afisplay of goodshat may
deceive thepublic. InterestinglyMadrid Agreementioes notemphasize the intention of
usersbut focuses omhe result of theuse indeceivingconsumers othe goods’ origin,
whether the use is direct (on the goods) or indirect (on advertisement, on lettegbh@ads,
(CU, 1996)

Lisbon Agreementfor the Protection of Appellation of Origiand their
International Registration is an agreememwith more substantive details thaParis

& Paris Convention, Article 1 (2) The protection of industrial property has #s object
patents, utility models, industrial desigtisdemarks, servicemarks,tradenames,indicationsof saurce
or appellationsf origin, and the repression of unfaiompetition. (Paris_Convention, 1984 - emphasis
added)

8 Paris Convention Article 10”¢ (Unfair Competition) (1) The countries of the Union

arebound to assure toationals of such countriesffective protection against unfaicompetition. (2)
Any act of competition contrary to honest practices in industrial or commercial matters constitutes an act

of unfair competition. (3) The following iparticular shall be prohibited: 1. all acts of such a
nature as to create confusion by any means whatever with the establishment, the goods,
or the industrial or commercial activities, of a competitor; 2. false allegations in the
course of trade of such a nature as to discredit the establishment, the goods, or the

industrial or commercial activities, of a competitor; 3. indications or allegations the use of which in
the course oftrade isliable to misleadthe public as to the nature, the manufacturing process, the
characteristics, the suitability for their purpose, or the quantity, of the goods. (Paris_Convention, 1984)
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Convention. The special feature otfisbon Agreement is the establishment of an
international registration scheme tlsrves as amternationalsystem forprotection of
appellation oforigin. Article 2 of Lisbon Agreementdefines appellation of origin as
“geographical name of eountry, region, otocality, which serves tdesignate a product
originating therein,the quality and characteristics ofhich are due exclusively or
essentially to the geographical environment, including natural and human f&tt@sing

a geographical name is the first prerequisite for an appellation of origin.

In addition to setting up a registration systéan appellations oforigin,
Lisbon Agreementalso contains a provisiothat prevents appellation obrigins from
becoming generié and stipulates that Members are obligated to prevent semi-gasesc
of appellation of origind’ Countriesthat allow semi-generiases ofappellation of origin
naturally do notsubscribe tothe principle ofLisbon Agreement. Consequently, the
number of Lisbon Members is quite small (about 16 countridgdrid Agreementyhich
does notallow appellation of origirfor wine to becomegeneric, also has feMembers
(about 30). (CU, 1996)

At present, the most acceptable agreement regarding geographical indication
can be found under TRIPs. Geographical indication is defined very broadly as “indications
which identify a good as originating in the territory of a Member, or a regidocality in
that territory, where a given qualityreputation or other characteristic of tiggpod is
essentially attributable to its geographical origfih."TRIPs also requireldlembers toenact
legal instruments againshe use ofgeographical indications to misleadnsumers of the
true geographical origins dlfie goods,along with the use ofgeographical indications in

& Lisbon Agreement for the Protection of Appellations of Origin and their
International Registration, Article 2 (Definition of Notions of Appellation
of Origin and Country of Origin) (1) In this Agreement, "appellation of origin" means the
geographicahame of a country, region, or locality, whickerves to designate a produeiginating
therein, the qualityand characteristics ofvhich are due exclusively or essentiallyto the geographical
environment, including natural and human factors. (2) The country of origin is the country whose name,
or the country in which is situated the regionlacality whose name, constitutes the appellation of
origin which has given the product its reputation. (Lisbon, 1958 - emphasis added)

® Lisbon Agreement for the Protection of Appellations of Origin and their
International Registration, Article 6 (Generic Appellations) An appellation
which has been granted protection in one of the countries of the Special Union pursuarrtcetthge
under Article 5 cannot, in that country, be deemed to have become generic, as long as it is protected as an
appellation of origin in the country of origin. (Lisbon, 1958)

& Lisbon Agreement for the Protection of Appellations of Origin and their
International Registration, Article 3 (Content of Protection) Protection shall be
ensured against any usurpationimitation, even if the true origin of theroduct is indicated or if the
appellation isused in translatedorm or accompanied byterms such as "kind," "type,"” "make,"
"imitation," or the like. (Lisbon, 1958)

® TRIPs Article 22 (Protection of Geographical Indications)l. Geographical
indications are, for the purposesthfs Agreement indicationswhich identify a good as originating in
theterritory of a Member or a region or locality in that territorywherea given guality, reputationor
other characteristicof the good is essentily attributableto its geographicalorigin. (TRIPs, 1992 -
emphasis added)

Central Intellectual Property and International Trade Court, Bangkok, Thailand.



56 Current Issues in Intellectual Property

unfair competition within the meaning &faris Convention (Please see Footn@ 2°
FurthermoreMembers must set ulegal instruments forcancellation of trademarkbat
incorporate geographical indications of #peods, ifthe use of suchtrademarkwould
mislead the public as to the true geographical indic&tionMoreover, TRIPsminimum
standards in case of geographical indicatwoslld work against geographical indications
that, “although literally true as to theerritory, region orlocality in which the goods
originate, falsely represents to the public that the goods originate in another tetritory.”

In Thailand at theime of this writing, the law protecting geographical
indications is in a draft form d@he Ministry of Commerce. Bythe time the article is
published, the draft law may be under the Cabinet’s consideration.

Coming back to Jasmingce, the immediatequestion is whether Jasmine
rice (Fragrancerice or Hom Mali rice, etc.)can be qualified as geographical indication
under the meaning of TRIPs and under US laws.

One general opinion is that a geographical indication must be a geographical
name (country, city, river, mountain, etc.) ithe first place, justlike the Lisbon’s
requirement for Appellation of Origil.he geographical nameould then be linked to the
goods byvirtue of the origin or the qualitthat the geographicalrigin imparts on the
goods, depending on the law ofachcountry. Jasmineice cannot beconsidered a
geographical indication because the name itself is not a geographical name.

Nevertheless,other legal expert§® believe thatJasminerice may be
considered a geographical indication sifdelPs’ definition of geographical indicatidh
does notrequire the indication to be a geographicame. TRIPs only requirdbat the
indication helps consumergnake mental connectiobetween thegoods and the
geographicabrigin, whichimparts a given quality, reputation, or othararacteristics to
the goods.

® TRIPs Article 22 (Protection of Geographical Indications) 2. In respect of
geographical indications, Members shall provide the legal means for interested parties to pegvia:
use of any means in the designation or presentatioryobdthat indicates orsuggests that thgood in
guestion originates in a geographical area other than the true pladgiofin amanner whichmisleads
the public as to the geographical origin of the good; (b) any use which constitutes an wmtairof
competition within the meaning of Article 10bis of the Paris Convention (1967). (TRIPs, 1992)

% TRIPs Article 22 (Protection of Geographical Indications)3. A Member shall, ex
officio if its legislation so permits or at thequest of an interestquarty, refuse or invalidate the
registration of a trademark which contains or consists géagraphical indicatiomith respect to goods
not originating in the territory indicated, if use of the indication intthdemarkfor such goods in that
Member is of such a nature as to mislead the public as to the true place of origin. (TRIPs, 1992)

° TRIPs Article 22 (Protection of Geographical Indications) 4. The provisions of

the preceding paragraphs of this Article shall apply to a geographical indiedtion, although literally

true as to the territory, region or locality in which t@ods originate, falselyepresents tahe public

that the goods originate in another territory. (TRIPs, 1992)

For example, thélonorable Judg®/ichai Ariyanuntakamade acomment to thiseffect at a roundtable

discussion on geographical indication held at DIP on July 14, 1998.

TRIPs Article 22 defines geographical indicationiadications(no requirement to be geographical

names) which identify a good as originating in the territory of a Member ... where a given quality,

reputation or other characteristic of the good is essentially attributable to its geographical origin. (TRIPs,
1992)

92

93
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LONG GRAIN
AMERICAN JASMINE

RICE

No Additives NetWt. 140z Microwaveable
« PARVE (3979) . e

Figure 3-1. Jasmati Rice Box

Front and side panel views of Jasmati Rice Box. The finlet is labeledRICESELECT™ JASMATY
Long Grain American Jasmine RICE Snowy White, Soft Grains. FLAVORED BMTURE™  No
Additives Net Wt. 14 0z (397 g) Microwaveable

The right panel shows cooking instructions: Cooking Jasmati: lunapokedrice, 2 cups water, 1
teaspoon salt (optional), 1 teaspoon butter (optional): 1. Combiniegafidients in 3 qt. saucepan. 2.
Bring to a boil; stir once. 3. Cover with tight fitting lid or foieduceheatandsimmer 20 minutes. 4.
Remove from heatndlet stand(covered)5-10 minutes longer. Make approximate 3 cupsookedrice.
Microwave Instructions: Combine all above ingredients in a deep, 2 qt. covered container (ifwristis
used, then vent slightly).Microwave on HIGH(maximumpower) for 5minutes. Reducethe setting to
50% power,andmicrowave for 20minutes. Fluff with a fork. Taeheat cookedice, add 1 tablespoon
water per cup of rice, cover and microwave on HIGH for 1 minute per cup of rice.

The left panel: shows nutritional value of tpeoduct: Nutritional Facts: Serving size 1/4 cup (45 @)
Serving PerPackageAbout 9. Amount Per Serving. Calorie 150. Total Fat 0g, Sodium O Togl
Carbohydrates 34g =11%aily Values(DV) - are based on 2,000 calorie diet,Protein 3g. Ingredients:
Jasmati Rice. Try Our Other Rice Select Products: Texmati White Rice, TeBroai Rice, Texmati
Light Brown Rice, Kasmati Rice, Roy&llend Rice, Risotto Rice. Please call if ytiave any questions
between 8:00 Am-5:00 PM CST Mon-Fri (800) 232-RICE. RICESELECT RiceTecPlx.Box 1305,
Alvin, TX 77512, USA. Jasmati is a registered trademark of RiceTec, Inc.

On theback panel othe box is aecipe forJasmatiFried Rice and a“blurp” about theproduct: Jasmati
combines the traditional easy cooking qualities of American long grain rice, withnitpge flavor, texture,

and aroma of exotic Asian jasmine rice. Swa®maandsnowy white, softtendergrains make Jasmati

rice and ideal choice for Asian cuisines and rice desserts. It is also a delicious alternattiranyrice. If

you've purchased any RiceSelect product before, you know exactly what to expewatorlthie best tasting

rice. RiceSelect iglifferent! We arededicated tdoringing you theworld’'s best tasting riceWe've even
developedour own patented processesd specialseed. Andonly the bestfarmers arechosen togrow
RiceSelect. To keep our rice select, we inspect each grain. Then, our own special packaging seals in all the
freshnessandnatural flavor. This may seem likel@ of extra work toyou, but wecareabout ourrice

from the seed to the store, from your pantry to your plate.
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This soundsplausible in theonput, againmay take an ordeal farove in
court. So, further study and legal consultation should be in order.

In thefuture, Thailandshouldtake advantage of th&ystem forprotecting
geographical indications. In addition to Jasmine rice, Thailand alsmdmas geographical
indications for locally-producedgoods, some of whichare exported to Asian and
Caucasian consumers around the world.

3.8 Consumer Protection

In addition to intellectual property lines of defense for Jasmine ric&Hhie
Government is also considering other lines of litigation based on consumer praeson
of the United States and other relevant countries. The details in this section is still regarded
as confidential information.

4. Recommendations

4.1 Urgency of the Crisis

How urgent is this Jasmine Rice Crisis? For the past couple of months, the
urgency hadeen on Thai governmenfficials, who tried to form abudget-conscious
strategy for such a sensational issue. The Thai Government triedtake tihe role of the
private sector in defending Jasminee. Nevertheless, the Government did naict to
help the exporters and farmers at all, economic Ministerdd become scapegoatisiring
the upcomingNo-Confidence Parliamentary Debate, especiallyen there is aclear
example of US Government intervention on behalf of its private sector in a trademark case
where the Thai Government subsequently made a decision in favor of the US company.

Initially, Thai rice exporters did not seem to pay aatention to Jasmati
since they perceiveRiceTec ingeneral, and Jasmati in particular, to belong thiffarent
market segmerftom theirs with respect to Jasminee. What theydid not realize (but
they donow) is the potential threat to theawn market segment if companiesich as
RiceTec isallowed to namend advertise theiproduct, deceptively ofcourse, on the
world-famous Jasmine rice, whidRiceTecacknowledged having ngenetic connection
with the rice variety contained in Jasmati box.

The author took time to review the India’s Basmati case in ordéugtvate
a concrete example dlow somethingike this was done successfullyThe Thai private
sector, withthe help of the Thasovernment, shoulthke a closdook at thisexample to
learn that it can be done, even in the Bascade, whichsuperficially seem$ke aworse
scenario than the Jasmati case because the Basmaitinealses patentplant variety
protection, and trademark regimes.

Thai people, like other good Buddhists, forgive and forget easifter the

deadline for filing oppositions to Jasmati tradentaask passedyill the Jasmati assault be
forgotten, especially if the ThaGovernment does not try tbave this US trademark
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canceled? Thaishould not forgethat easily inthis case angdhould goafter RiceTec in
Criminal and Civil Courts of any appropriate country, to protect the interest of Thailand.

4.2 Need of Competent Local Legal Counselors

Only losers trérto go through pdicial process without a gootkgal
counselor. Competent lawy€erare not hard to find if one can affaditte price. Itmakes a
big advantage to have a competent lawyer on your side, especially d@re betting on the
future of your country’sNo. 1 agriculturalexport. Inactualpractice, different types of
lawyers and specialized counselors will be required and their fees add up very fast.

Where can competeridwyers be found? Conveniend®es notmean
competency so iloes notmakeany sense to choose a lawyer soladgauséis office is
down the hall from yours. Competent lawyers are known in his ocitobr and ardikely
to be listed on professional specializatiists. Word-of-mouthifrom reliable sourceghat
are carefully weighted caaiso help. The ThaiGovernment has somexperience with a
few law firms in Washington, DC and should bble to help the privatsector with
choosing aeam of competeraind experiencedmericanlawyer towork with the Thai
counterparts.

Where can one find money to pay for legal fees? Imb&ns went through
a similar ordeal with victory irthe end. They financed their operations from saall
percentage taken fronice export revenue. This isertainly an optiorfor Thailand since
the Governmentloes nothave to pay anything directly. Initiallfhough, somdinancial
assistance from the Export Promotion Trust Fund should be appropriate in this case.

4.3 Passive Measures

Many things can bedone in passivavays, i.e. without any need for
confrontation or litigation.For example, new Jasmirteademarks can be appliédr by
Thai companies. The ThaiGovernment, withcollaboration withthe Thai privatesector,
hasstartedworking towardsgetting Thai geographical indications to be recognized and
protectedworldwide. The ThaiGovernment haslready appliedor some certification
marks abroad.Takentogether, these measuresvad| as others will hel@hailand in the
long run.

Another very important passive measure is intellectual property education on
the part offarmers, scientistsand exporters. This must be strengthen veryckly if
Thailand wants to becompetitive in the age oflobalization. TheDepartment of
Intellectual Property (Ministry of Commerce), witthe help of universities and other
organizationdike the Thailnvention Association, should be responsible éducation of
various and different sectors. For example, the Thais should be taygiase studies) to
realizeand appreciate the value of trademarks and the need to prevent trademarks from
becoming generic.

% At the end of the third quarter of 1998, the Royal Thai Embassy in Washingtorepd@edly selected a
legal counselor from a pool of about 5-6 firms: Dickstein Shapiro Morin & Oshinsky, White & Case,
Adduci, Mastriani & Schaumberg L.L.P., etc.
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4.4 Active Measures

In addition to passive measures, thare afew active measureshat can or
should be done.The most obvious groupre attempts to have tloéfending trademarks,
plant variety certificates, patents (if any), etc. rejected, canceled, invalidated, or revoked in
all countries. Injunctions and other financial remedies carshadld also be sought from
criminal and civil cases, if possible.

As pointed out earlier, this option will require patience, substantial funding
commitment and good counselibgckup. It wagointed out® thatsuch acasehas to be
taken to the court of law as a matter of principle, regardlebwfmuch it maycost, just
like the lawsuits brought tdéhe Central IntellectudProperty andnternational Trade Court
by Americanrightholders. During thelawsuit, Thailand should use this opportunity to
publicize the quality and théame of Jasmine rice, perhaps by stagifiRice Tasting
Parties,” as suggested earlier, while condemning JasmaRie@@ecfor whatthey really
are.

Other activemeasuresre availabldesides going to court. For example,
business consultations pegotiations can be set up betweenThai privatesector,with
the help of the ThaGovernment, with RiceTec, oRiceTec AG in Liechtenstein.
Diplomatic routes should also be explored if dan be confirmed that the leader of
Liechtenstein has something to do with the Jasmine Rice Crisis.

Since officials of the US Governmemhade a point that thelhai
Government should not get involved in disputes between Thai and US private Sdwiors,
officials and critics should remind the US Governmenwbét it did when a URigarette
company had a trademark problem in Thailand, anth@fThairesponse. Until these
officials swallow their own commentsthe US Governmerghould beaccused of hiding
behind the US legal system in ordercteate an effectivdouble-standard fogovernment-
private sector interaction in intellectual property matters.

Finally, if all elsefail, other retaliatoryoptionsare still availablesuch as a
worldwide campaign toexposethe sins of RiceTec, a Do-Not-Buy-RiceTec-Products
Campaign, and othem-diplomatic actions targeted at Liechtenstektopefully Thailand
would not have to resort to such extreme measures.

4.5 Lesson for Other Industries

Other Thaiindustries shouldearn alesson fromthe JasminRice Crisis.
What theyshould beaware of are the multiplentellectual property protectiorsystems
available tothem, depending othe nature of theigoods or services. Some tffese
protections can even extend to other countoesng to international conventions or
treaties.

% The HonorablgludgeVichai Ariyanuntakamadethis remark during abrainstorm discussioafter the
video teleconference session at USIS in Bangkok on October 9, 1998. Nevertheless, a legdiasuholar
Thammasat University is quite convinced that there ishamce of arhai plaintiff winning such aase
in any US court of law.
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Some rights, such as copyrighte obtained without having to appigr.
Others rights, including patents and trademarks, are not automatically given. Inventors and
mark-ownerswill need to make a smaihvestments in prosecutingatent and trademark
applications but the protection will pay off in the long run.

As far as trademarks amoncerned,Thai industries shouldappreciate the
need to prevent the distinct nanfesm falling into the genericdomain. Ifthe reputation
and goodwill that theyhad accumulatedover the years intheir trademarkwas taken
advantage of by a trademark infringer, they should be prepared to defenitiisjroften
through the judicial proces$s.

4.6 Roles of the Thai Government

How can rightowners knowthat their patents or trademarks have been
infringed? In industrializedcountries, there exist agencies specializes in monitoring
specific segments dhe markefor possible infringementsMost people in Thailand, the
author believe, have not heard sdich agencies orservice. The Governmenshould
encourage such agencies to be established.

Regarding the supportive and promotional role of the Governmkeailand
also lacks patent attorney offices and competent paterheysMost patent practitioners
aregood atfiling Thai patent applications that are translatesim foreign languages. In
addition, Thailand lacks licensing specialists. ppesentyvirtually all licensing agreements
are drafted byawyers, whooften do not havéechnicalbackgroundsven to understand
what they are licensing.

Onething that theDepartment of IntellectudProperty didwell in the past
and shouldkeep doing is in publigcelation to make Thabusinessmerireat intellectual
property protection systems as tools for global competitibime Systemcanalso serve as
information sources to solve problems amgneratenew ideas andinventions. By
upgrading publicly-accessibletellectual property databasefcal inventors, researchers
and industrialists will benefit greatly.

Coming back to Jasmingce, the Thai Government should provide the
private sector with information and, like India, may even help organize the defense team for
them at theoutset. Moreover, funding fawhatever action takeshouldcomefrom both
the Government and the private sector.

% In Asia, disputes of thikind may beresolved quicklythrough negotiatiorand/or arbitration, often
chaired by aperson who is highlyrespected byboth parties. Different types of alternativedispute
resolutions (ADR) are cost-effective in Western countries but parties sétdllde ready to gothrough
litigation if negotiation breaks down.
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